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I N THE SUPREME COURT OF THE UNI TED STATES 

- - - - - - - - - - - - - - - - - x  

LI FE TECHNOLOGI ES :  

CORPORATI ON,  ET AL. ,  :  

Pe t i t i one r s  :  No.  14- 1538 

v.  :  

PROMEGA CORPORATI ON,  :  

Re s ponde nt .  :  

- - - - - - - - - - - - - - - - - x  

Wa s hi ngt on,  D. C.  

Tue s da y,  De c e mbe r  6,  2016 

The  a bove - e nt i t l e d ma t t e r  c a me  on f or  or a l  

a r gume nt  be f or e  t he  Supr e me  Cour t  of  t he  Uni t e d St a t e s  

a t  10: 15 a . m.  

APPEARANCES:  

CARTER G.  PHI LLI PS,  ESQ. ,  Wa s hi ngt on,  D. C. ;  on be ha l f  of  

t he  Pe t i t i one r s .  

ZACHARY D.  TRI PP,  ESQ. ,  As s i s t a nt  t o  t he  Sol i c i t or  

Ge ne r a l ,  De pa r t me nt  of  J us t i c e ,  Wa s hi ngt on,  D. C. ;  f or  

Uni t e d St a t e s ,  a s  a mi c us  c ur i a e ,  s uppor t i ng t he  

Pe t i t i one r s .  

SETH P.  WAXMAN,  ESQ. ,  Wa s hi ngt on,  D. C. ;  on be ha l f  of  t he  

Re s ponde nt .  
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P R O C E E D I N G S 

( 10: 15 a . m. )  

CHI EF J USTI CE ROBERTS:  We ' l l  he a r  a r gume nt  

t hi s  mor ni ng i n  Ca s e  14- 1538,  Li f e  Te c hnol ogi e s  

Cor por a t i on v.  Pr ome ga  Cor por a t i on.  

Mr .  Phi l l i ps .  

ORAL ARGUMENT OF CARTER G.  PHI LLI PS 

ON BEHALF OF THE PETI TI ONERS 

MR.  PHI LLI PS:  Mr .  Chi e f  J us t i c e ,  a nd ma y i t  

p l e a s e  t he  Cour t :  

I  t hi nk be c a us e  t hi s  i s  l a r ge l y a n 

i nt e r na t i ona l  t r a de  c a s e ,  i t ' s  pr oba bl y us e f ul  t o  put  

t hi s  c a s e  i n  c ont e xt  a nd t o  c ompa r e  i t  t o  t he  f a c t s  t ha t  

ga ve  r i s e  t o  t he  pa s s a ge  of  Se c t i on 271( f )  t ha t ' s  a t  

i s s ue  i n  t hi s  c a s e .  You' l l  r e c a l l  t ha t  i n t he  De e ps out h 

c a s e ,  t ha t  wa s  a  c a s e  i nvol vi ng a  s hr i mp de ve i ne r  i n  

whi c h a l l  of  t he  a c t i vi t i e s  t ook pl a c e  wi t hi n t he  Uni t e d 

St a t e s ,  e xc e pt  f or  t he  f i na l  a c t  t ha t  t ook l e s s  t ha n a n 

hour  t o a s s e mbl e  i n  a  f or e i gn c ount r y.  I n t ha t  c a s e ,  

t hi s  Cour t  he l d e ve n t ha t  wa s  not  wi t hi n t he  me a ni ng of  

t he  - - of  t he  pa t e nt  s t a t ut e  a s  i t  e xi s t e d t he n,  a nd 

Congr e s s  t he n a c t e d t o  f i l l  t ha t  pa r t i c ul a r  l oophol e .  

The  f a c t s  of  t hi s  c a s e  s e e m t o me  t o  be  t he  

pol a r  oppos i t e  of  t ha t .  Wi t h - - Li f e  Te c h ha s  - - Li f e  

Te c hnol ogi e s  ope r a t e s  a n - - a n e nor mous  pl a nt  i n  
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Engl a nd,  i n  t he  Uni t e d Ki ngdom.  I t  s pe nds  t e ns  of  

mi l l i on dol l a r s  on t ha t  pl a nt .  Four  out  of  t he  f i ve  

c ompone nt s  t ha t  go i nt o t he  c r e a t i on of  t he  ki t s  t ha t  

a r e  a t  i s s ue  i n  t hi s  c a s e  a r e  s our c e d out s i de  of  t he  

Uni t e d St a t e s ;  one  i ns i de .  I ' l l  c ome  ba c k t o  t ha t  i n  a  

mi nut e .  And a s  r e l e va nt  t o  t hi s  l i t i ga t i on,  a l l  of  t he  

ki t  - - ki t s  a r e  s ol d out s i de  of  t he  Uni t e d St a t e s .  

So t he  onl y c ont a c t  t ha t  a ny of  t hi s  ha s  

wi t h t he  Uni t e d St a t e s  i s  t he  f a c t  t ha t  a  s i ngl e ,  

c ommodi t y pr oduc t  i s  s hi ppe d t o  Engl a nd a s  pa r t  of  t he  

pr oc e s s  f or  t he  f a br i c a t i on of  t he s e  pa r t i c ul a r  ki t s .  

Now,  t ha t  c ommodi t y pr oduc t  i s  c a l l e d a  Ta q 

pol yme r a s e ,  whi c h I  wi l l  r e a di l y  c onc e de  t ha t  whe n I  

t hi nk a bout  wha t  you buy of f - t he - s he l f ,  I  don ' t  go t o  

Cos t c o t o  buy Ta q pol yme r a s e ,  but  I ' m t ol d,  a nd I  t hi nk 

i t ' s  a bs ol ut e l y undi s put e d i n  t he  r e c or d,  t ha t  t hi s  i s  a  

c ommodi t y.  Thi s  i s  a t  t he  e s s e nc e  of  wha t  t he  Congr e s s  

e na c t e d i n  ( f ) ( 2) ,  whi c h i s  a  s t a pl e  a r t i c l e  or  

c ommodi t y of  c omme r c e  s ui t a bl e  f or  ma ny non- i nf r i ngi ng 

us e s .  And,  i nde e d,  i f  you ge t  onl i ne  a nd put  i n  " Ta q 

pol yme r a s e , "  you c a n f i nd l i t e r a l l y  doz e ns  a nd doz e ns  of  

wa ys  t o pur c ha s e  i t  onl i ne  a t  t hi s  t i me .  And t ha t  wa s  

t r ue  a s  muc h i n 2006.  I t  ma y ha ve  be e n a  s i gni f i c a nt  

pr oduc t  i n  1989,  but  c l e a r l y  by 2006,  i t  wa s  a  

c ommodi t y.  
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And s o t he  que s t i on i s ,  i s  whe t he r  or  not ,  

s i mpl y by us i ng a  s i ngl e ,  s t a pl e  a r t i c l e ,  Congr e s s  

i nt e nde d t hr ough 271 t o  - - t o de c l a r e  t ha t  t hi s  i s  - -

J USTI CE SOTOMAYOR:  Coul d you t e l l  us  - -

MR.  PHI LLI PS:  - - a  vi ol a t i on.  

J USTI CE SOTOMAYOR:  - - i s  t hi s  pr oduc t  

a va i l a bl e  out s i de  t he  U. S. ?  

MR.  PHI LLI PS:  Ta q pol yme r a s e ?  

J USTI CE SOTOMAYOR:  Ye s .  

MR.  PHI LLI PS:  Abs ol ut e l y.  Ye s .  I t ' s  - -

i t ' s  r e a di l y a va i l a bl e  t hr oughout  t he  wor l d t hr ough - -

t he r e  a r e  a  va r i e t y  of  ma nuf a c t ur e r s  who wi s h t o  ma ke  - -

J USTI CE SOTOMAYOR:  The r e ' s  no pa t e nt  on 

t ha t  pa r t i c ul a r  c ompone nt ?  

MR.  PHI LLI PS:  No,  none  t ha t  - - none  t ha t  

e xi s t s  a ny l onge r ,  no.  As  I  s a i d,  i t ' s  a  c ommodi t y 

pr oduc t .  The  - -

J USTI CE GI NSBURG:  Do we  know why t ha t  

pa r t i c ul a r  c ompone nt  wa s  e xpor t e d f r om t he  Uni t e d 

St a t e s ?  You - - you s a i d a l l  t he  ot he r s  - -

MR.  PHI LLI PS:  Ri ght .  

J USTI CE GI NSBURG:  - - we r e  ma de  i n  Engl a nd.  

MR.  PHI LLI PS:  Ye a h,  a nd t he  ke y t o  t hi s  i s  

you wa nt  - - you wa nt  t o  ge t  t he  be s t  qua l i t y  pr oduc t  

a t  - - pr e s uma bl y,  a t  t he  l owe s t  pos s i bl e  pr i c e .  And - -
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a nd mos t  of  t he s e  we r e  pur c ha s e d - - mos t  of  t he  Ta q wa s  

pur c ha s e d f r om t he  Roc he  c ompa ny,  a nd I  - - a nd I  s us pe c t  

t he y j us t  ha d a  be t t e r  s uppl y a r r a nge me nt .  

I  me a n,  t ha t ' s  - - t ha t ' s  t he  ke y t o  t hi s  

c a s e  i n a  l ot  of  wa ys ,  i s  wha t  you' r e  l ooki ng f or  i s ,  

wha t  a r e  t he  be s t  s uppl y a r r a nge me nt s  t ha t  you c a n ma ke  

on a  gl oba l  ba s i s ?  Ca n you ge t  t he m i n t he  Uni t e d 

St a t e s ?  Ca n you ge t  t he m out s i de  t he  Uni t e d St a t e s ?  

And wha t  i t  s e e ms  t o me  c l e a r  t ha t  Congr e s s  c oul d ne ve r  

ha ve  i nt e nde d wa s  t o i n  s ome  wa y di s a dva nt a ge  U. S.  

ma nuf a c t ur e r s  who a r e  pr ovi di ng a  pa r t i c ul a r  s t a pl e .  

I nde e d,  I  woul d r e a d 271( f ) ( 2)  a s  s a yi ng 

c a t e gor i c a l l y  t ha t  t he  one  t hi ng Congr e s s  di d not  wa nt  

t o  do i s  t o  i nt e r f e r e  wi t h t he  a bi l i t y t o  - - of  a  

ma nuf a c t ur e r  t o  pr ovi de  a  s t a pl e  a r t i c l e  a s  pa r t  of  

t he  - - a s  pa r t  of  a n a c t i vi t y out s i de  of  t he  Uni t e d 

St a t e s .  

J USTI CE KENNEDY:  I f  a l l  of  t hi s  ha d 

ha ppe ne d i n  t he  Uni t e d St a t e s ,  woul d t he r e  ha ve  be e n a  

pa t e nt  i nf r i nge me nt  s ui t  t ha t  woul d be  - - ha ve  me r i t ?  

MR.  PHI LLI PS:  Ye s ,  i f  e ve r yt hi ng ha d 

t a ke  - - t a ke n pl a c e  i ns i de  t he  Uni t e d St a t e s ,  t he r e  

woul d ha ve  be e n.  

J USTI CE KENNEDY:  Unde r  t he  U. K.  l a ws ,  a r e  

pa t e nt s  ge ne r a l l y e nf or c e d f or  i t e ms  t ha t  a r e  pa t e nt a bl e  
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i n  t he  U. K. ?  

MR.  PHI LLI PS:  Ye s .  Ye s ,  a bs ol ut e l y.  

And - - a nd - - a nd,  i nde e d,  i n t hi s  c a s e ,  Pr ome ga  ha d - -

I  t hi nk Pr ome ga  - - a t  l e a s t  s ome body ha d a  pa t e nt  i n  t he  

U. K. ,  but  t ha t  pa t e nt  ha d e xpi r e d,  whi c h i s ,  c a ndi dl y,  

not  s ur pr i s i ngl y,  why t he  a c t i vi t y wa s  t a ke n.  

And t ha t  - - a nd t ha t  i s  ul t i ma t e l y,  J us t i c e  

Ke nne dy,  t he  a ns we r  t o  t he s e  i s s ue s .  I f  a  pa t e nt hol de r  

i n  t he  Uni t e d St a t e s  i s  ups e t  by t he  us e  of  a  pa r t i c ul a r  

i nve nt i on out s i de  t he  Uni t e d St a t e s ,  t he  s ol ut i on i s  t o  

go out s i de  of  t he  Uni t e d St a t e s  a nd s e e k pa c ke t  - - pa c k 

- - pa t e nt  pr ot e c t i on i n  t ha t  pa r t i c ul a r  c ount r y.  

J USTI CE KENNEDY:  I  a s s ume ,  t hough,  t ha t  

t he r e  mi ght  be  ot he r  c ount r i e s  t ha t  a r e  not  s o vi gor ous  

i n  t he i r  e nf or c e me nt s  a s  t he  U. K.  

MR.  PHI LLI PS:  We l l ,  I  s us pe c t  t ha t  t he r e  

ma y be ,  a l t hough t he r e  - - you know,  t hi s  i s n ' t  br oa dl y 

r e gul a t e d by - - by t r e a t i e s .  And t he  - - a nd t o me ,  t he  

ke y i s ,  you know,  r i ght  - - you know,  t he  Uni t e d St a t e s  

ha s  a gr e e d t ha t  e a c h c ount r y s houl d r e gul a t e  i t s  own 

pa t e nt  r i ght s .  I  me a n,  we ' r e  bought  i nt o t ha t  de a l  

i n  - - i n  t he  Pa r i s  Conve nt i on i n  t he  19t h c e nt ur y,  

a nd - - a nd c ons i s t e nt l y  ha ve  a c c e pt e d t ha t .  And 

t ha t ' s  - - a nd t he  whol e  t he or y of  t hi s ,  i s  t o  e ns ur e  t he  

f r e e  f l ow of  c omme r c e  a c r os s  bor de r s  on a  r e gul a r  ba s i s ,  
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a t  l e a s t  whe n we ' r e  t a l ki ng a bout  s t a pl e  a r t i c l e s  of  

c omme r c e .  

You know,  i f  - - i f  - - you know,  whe r e  t he  

Fe de r a l  Ci r c ui t  c l e a r l y  got  t hi s  wr ong i s  i n  s a yi ng t ha t  

you c oul d i nt e r pr e t  ( f ) ( 1) ,  whi c h t a l ks  a bout  a  - - a  

s ubs t a nt i a l  por t i on of  t he  c ommodi t i e s ,  a nd s a y t ha t  a  

s i ngl e  c ommodi t y c a n be  a  s ubs t a nt i a l  por t i on,  whe n 

( f ) ( 2)  s a ys  t ha t  i n  or de r  f or  a  s i ngl e  c ommodi t y t o  

c ons t i t ut e  a  - - t o  gi ve  r i s e  t o  a  pot e nt i a l  c l a i m of  a  

vi ol a t i on,  wha t  i t  ha s  t o be  i s  e s pe c i a l l y ma de  or  

e s pe c i a l l y  a da pt e d f or  us e  i n t he  pa r t i c ul a r  i nve nt i on.  

J USTI CE ALI TO:  Doe s  " s ubs t a nt i a l  por t i on"  

me a n a  ma j or i t y?  

MR.  PHI LLI PS:  Oh,  I  t hi nk i t  me a ns  

s ubs t a nt i a l l y  mor e  t ha n a  ma j or i t y.  I  - - I  woul d - - I  

woul d s a y t ha t  i t  ha s  t o  be  a ppr oxi ma t i ng or  ve r y c l os e  

or  t a nt a mount  t o a l l .  

J USTI CE ALI TO:  So he r e ,  t he r e  we r e  f i ve  

c ompone nt s ?  

MR.  PHI LLI PS:  Ye s ,  Your  Honor .  

J USTI CE ALI TO:  And - - a nd t he y woul d ha ve  

t o  be  - - a l l  - - a l l  f i ve  woul d ha ve  t o be  ma de  i n  t he  

Uni t e d St a t e s ?  Or  - -

MR.  PHI LLI PS:  We l l ,  I  - - I  woul d - - a t  

mi ni mum - -
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J USTI CE ALI TO:  - - f our  woul d be  e nough?  

MR.  PHI LLI PS:  I  woul d ha ve  t hought  a t  l e a s t  

f our  woul d ha ve  t o  be .  But  I  - - I  - - you know,  i n  ma ny 

i ns t a nc e s ,  my gue s s  i s  t he  r i ght  a ns we r  ma y we l l  be  

f i ve .  

J USTI CE KAGAN:  Whe r e  - - whe r e  do you ge t  

t ha t  f r om?  Wha t ' s  t he  pr i nc i pl e  t he r e ?  

MR.  PHI LLI PS:  Be c a us e  a l l  Congr e s s  wa nt e d 

t o  do wa s  t o c l os e  a  l oophol e  whe r e  you ' r e  e s s e nt i a l l y  

doi ng not hi ng but  vi ol a t i ng U. S.  pa t e nt  l a w a nd a voi di ng 

i t  by s i mpl y of f l oa di ng i t  a t  t he  l a s t  s e c ond.  I n  a  l ot  

of  i ns t a nc e s ,  I  don ' t  t h i nk t ha t ' s  t r ue  whe n you' r e  onl y 

t a l ki ng a bout  a  ma j or i t y  of  - - of  t he  - - t he  i t e ms .  

J USTI CE KAGAN:  We l l ,  how do we  know t ha t  

t ha t ' s  a l l  Congr e s s  wa nt e d t o do?  I  me a n,  t ha t  mi ght  

ha ve  be e n t he  - - t he  - - t he  s c e na r i o i n  De e ps out h,  but  

Congr e s s  us e d l a ngua ge  t ha t  c oul d r e f e r  t o muc h mor e  

t ha n t ha t ,  t ha t  c oul d r e f e r  t o  a  ma j or i t y ,  t ha t  e ve n 

c oul d r e f e r  t o  a  s ubs t a nt i a l  mi nor i t y .  

MR.  PHI LLI PS:  Ye a h.  I  - - I  - - I  t hi nk 

t he r e  i s  no wa y t o  - - t o  - - f i r s t  of  a l l ,  t he  - - t he  

r ul e  a ga i ns t  e xt r a  - - t he  r ul e  - - t he  pr e s umpt i on 

a ga i ns t  e xt r a t e r r i t or i a l i t y  woul d dr i ve  you i n  t he  

oppos i t e  di r e c t i on.  Eve n i f  you c oul d r e a s ona bl y r e a d 

t he  l a ngua ge  e i t he r  wa y,  you woul d - - you woul d dr i ve  i t  
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t owa r d r e c ogni z i ng t ha t  t he  c ompa ny t ha t  t he  s ubs t a nt i a l  

por t i on ke e ps  i s  t he  wor d " a l l , "  a nd i t ' s  t a l ki ng a bout  

c ompone nt s .  

And s o t hos e  a r e ,  t o  my mi nd,  ve r y muc h 

qua nt i t a t i ve  a nd dr i ve n i n t he  di r e c t i on of  a l l .  I  - -

J USTI CE GI NSBURG:  And s o you a gr e e  t ha t  

" s ubs t a nt i a l  por t i on"  i s  a n a mbi guous  t e r m?  

MR.  PHI LLI PS:  Ye s ,  J us t i c e  Gi ns bur g.  I  - -

I  a gr e e .  I t  c oul d be  i nt e r pr e t e d i n  e i t he r  of  t wo wa ys ,  

whi c h i s  why I  t hi nk t he  pr i nc i pl e  a ga i ns t  

e xt r a t e r r i t or i a l i t y  dr i ve s  you i n  t he  di r e c t i on of  

s a yi ng Congr e s s  me a nt  onl y t o a l l ow U. S.  pa t e nt s  t o  

ope r a t e  out s i de  t he  Uni t e d St a t e s  i n  ve r y na r r ow 

c i r c ums t a nc e s .  And i f  Congr e s s  c hoos e s  t o  - - t o  c r e a t e  

t he  ki nds  of  i nt e r na t i ona l  pr obl e ms  t ha t  wi l l  

undoubt e dl y a r i s e  by a n ove r br oa d i nt e r pr e t a t i on of  

271( f ) ,  whi c h i s  wha t  t he  Fe de r a l  Ci r c ui t  ha s  a dopt e d,  

l e a ve  i t  t o  Congr e s s  t o  go ba c k a nd f i x  t ha t ,  be c a us e  

t hos e  a r e  - - t hos e  a r e  i s s ue s  of  i nt e r na t i ona l  r e l a t i ons  

t ha t ,  i t  s e e ms  t o  me ,  Congr e s s  i s  i n  a  muc h be t t e r  

pos i t i on t ha n t he  c our t s  - -

J USTI CE KENNEDY:  But  t hos e  a r e  - -

MR.  PHI LLI PS:  - - t o  s or t  out .  

J USTI CE KENNEDY:  - - j us t  t wo - - t wo 

c ompone nt s ,  t he  pol yme r a s e  a nd t he n a  - - a  pa t e nt  - -
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t he  - - a  s e c ond pa r t  of  a  pa t e nt  t ha t  we ' l l  e nvi s i on.  

MR.  PHI LLI PS:  Ri ght .  Cl e a r l y  i n  t ha t  

s i t ua t i on,  t he r e ' s  - - t he r e ' s  no l i a bi l i t y,  be c a us e  

i t  - - you know,  be c a us e  onl y one  of  t hos e  c ompone nt s  - -

you know,  e i t he r  one  of  t wo t hi ngs  ha ppe n.  Ei t he r  bot h 

of  t he m a r e  be i ng put  t oge t he r  or  - - or  onl y one  of  t he m 

i s ,  a nd 271( f ) ( 1)  - -

J USTI CE KENNEDY:  I t  s e e ms  - - i t  s e e ms  t o  me  

t ha t  e ve n i f  we  - - we  a gr e e  wi t h you t ha t  qua nt i t a t i ve  

i s  - - i s  t he  pr ope r  me a s ur e ,  you s t i l l  ha ve  qua l i t a t i ve  

c omi ng i n  t o  ba l a nc e  your  j udgme nt ,  a s  i n  t he  c a s e  of  

one  out  of  t wo - -

MR.  PHI LLI PS:  We l l ,  I  - - not  i n  one  out  of  

t wo.  One  out  of  t wo,  s e e ms  t o  me ,  i s  di c t a t e d by 

271( f ) ( 2)  t ha t  s a ys  t ha t  i f  i t ' s  onl y one ,  a nd t he n i t  

ha s  t o  be  e i t he r  e s pe c i a l l y  - -

J USTI CE KENNEDY:  No,  no,  no - -

MR.  PHI LLI PS:  - - a da pt e d or  e s pe c i a l l y  - -

J USTI CE KENNEDY:  We l l ,  I ' m j us t  t a l ki ng 

a bout  ( f ) ( 1) .  

MR.  PHI LLI PS:  Oh,  I ' m s or r y.  I  t hought  you 

we r e  t a l ki ng a bout  one  out  of  t wo c ompone nt s .  I  

a pol ogi z e .  

No,  whe n you ge t  t o  one  - - you know,  t he r e ' s  

no que s t i on a t  s ome  poi nt ,  a s  you ' r e  a ppr oa c hi ng a l l ,  
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but  not  a l l ,  t ha t  you ' r e  goi ng t o  ha ve  t o  ma ke  s ome  

ki nds  of  j udgme nt s ,  but  i t  s e e ms  t o  me  i t ' s  a bs ol ut e l y 

c r i t i c a l  t ha t  t he  Cour t  ma i nt a i n a  ve r y s i gni f i c a nt  

nume r i c a l  c ompone nt  t o  i t .  Ot he r wi s e ,  wha t  you do i s  

a l l ow t he  - - t he  e xt r a t e r r i t or i a l  pr i nc i pl e  not  t o  ha ve  

t he  f ul l  s wa y t ha t  i t  s houl d be  e nt i t l e d t o .  

CHI EF J USTI CE ROBERTS:  I ' m not  s ur e  I  a gr e e  

wi t h your  unde r s t a ndi ng of  t he  e xt r a t e r r i t or i a l  

pr i nc i pl e .  I  don ' t  - - I  me a n,  do you r e a l l y  t a ke  t ha t  

down i nt o t he  mi nut i a e  of  e ve r y l i t t l e  c l a us e ?  I t  s e e ms  

t o  me  i t ' s  onc e  t he  l a w a ppl i e s ,  t he n you a ppl y nor ma l  

pr i nc i pl e s  of  s t a t ut or y i nt e r pr e t a t i on.  I  t hi nk we  ha ve  

c a s e s  a bout  t ha t  i n  ot he r  - - i n  ot he r  a r e a s ,  whi c h i s  

s or t  of  wha t  i s  t he  r e a c h,  I  t hi nk,  ma y be  t he  

pr e s umpt i on a ga i ns t  i nf r i nge me nt s  i n  s ove r e i gn i mmuni t y,  

i s  - - a  c a s e  I  c a n ' t  r e c a l l  r i ght  a wa y t ha t  s a i d,  we l l ,  

onc e  you ge t  ove r  i t ,  you know,  i t ' s  ove r ,  a nd t he n you 

a ppl y nor ma l  pr i nc i pl e s .  

And i t  - - I ' m not  s ur e  a t  e ve r y t ur n - -

oka y,  a nd we  know t ha t  t hi s  i s  a  s t a t ut e  t ha t  obvi ous l y 

a ppl i e s  ove r s e a s .  

MR.  PHI LLI PS:  Ye a h,  Mr .  Chi e f  J us t i c e ,  

t ha t  - - t ha t ' s  e xa c t l y  t he  oppos i t e  of  wha t  t he  Cour t  

s a i d i n Mi c r os of t .  I n  Mi c r os of t ,  t he  Cour t  s a i d t ha t  

t he  i s s ue  i s  not  s i mpl y,  i s  t hi s  e xt r a t e r r i t or i a l ,  
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be c a us e  t he r e ' s  no que s t i on t ha t  271( f )  ope r a t e s  

e xt r a t e r r i t or i a l l y .  The  que s t i on i s  t he  s we e p of  

271( f ) .  And - - a nd t hi s  Cour t  s a i d t ha t  i t  wa s  goi ng t o 

i nt e r pr e t  t he  wor d " c ompone nt "  ve r y na r r owl y i n t ha t  

c ont e xt ,  c a ndi dl y,  i n  t he  s a me  wa y t ha t  t he  - - t ha t  t hi s  

Cour t  a l s o i nt e r pr e t e d i t  i n  t he  De e ps out h c a s e ,  me a ni ng 

CHI EF J USTI CE ROBERTS:  We l l  - -

MR.  PHI LLI PS:  - - ve r y na r r owl y.  And we ' r e  

a s ki ng you t o  do t he  s a me  t hi ng,  whi c h i s  t o  s a y,  a dopt  

a  na r r ow c ons t r uc t i on of  t he  " s ubs t a nt i a l  c ompone nt "  

l a ngua ge  s o t ha t  i t  dr i ve s  muc h c l os e r  t o  t he  wor d " a l l "  

a nd r e c ogni z e s  t ha t  t hi s  i s  me a nt  a s  a  - -

J USTI CE BREYER:  Your  r e a l  a r gume nt  i s  j us t  

t ha t  - - i s n ' t  i t  - - t ha t  you i nt e r pr e t  i t  di f f e r e nt l y  

t ha n you do,  a nd we  c a us e  a  l ot  of  pr obl e ms  i n  ot he r  

c ount r i e s .  

I  me a n,  t he y - - t he y c a n ' t  t e l l  whe t he r ,  

whe n t he y ge t  one  c ompone nt ,  t he i r  l a wye r  i s  goi ng t o  

ha ve  t o know not  onl y Br i t i s h l a w,  i t ' s  goi ng t o  ha ve  t o 

know Ame r i c a n l a w.  

MR.  PHI LLI PS:  Tha t ' s  e xa c t l y  - -

J USTI CE BREYER:  And - - a nd t ha t ' s  a  ve r y 

pr a c t i c a l  a r gume nt .  

MR.  PHI LLI PS:  Ri ght .  
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J USTI CE BREYER:  And i t  - - r e a l l y ,  we  don' t  

ne e d - - we l l ,  you,  i t ' s  up t o  you wha t  you wa nt  t o  us e .  

But  I  don ' t  - - you - - t he  pr obl e m i s ,  i f  t ha t ' s  t he  

poi nt ,  why do you ne e d t hi s  s or t  of  gr a nd t hi ng a bout  - -

a bout  a  - - a  pr e s umpt i on a ga i ns t  e xt r a t e r r i t or i a l i t y?  

MR.  PHI LLI PS:  Ye a h - -

J USTI CE BREYER:  I t ' s  up t o you wha t  you 

wa nt  t o  us e ,  but  - -

MR.  PHI LLI PS:  Ye a h,  ye a h,  ye a h - - we l l ,  

l ook,  I ' m - - I ' m pe r f e c t l y  c omf or t a bl e  wi t h,  r e a l l y,  

a ny - - a ny pol i c y a r gume nt  you f e e l  c omf or t a bl e  wi t h.  

Tha t  one  - -

( La ught e r . )  

J USTI CE BREYER:  We l l ,  I  - -

MR.  PHI LLI PS:  - - i s  c e r t a i nl y one  t ha t  

we  - - we  e mbr a c e d.  

I  me a n,  t he  ot he r  - - t he  ot he r  pol i c y 

a r gume nt  t ha t  s e e ms  t o  me  e qua l l y  s t r ong i n  t hi s  c ont e xt  

i s  t he  - - i s  t he  mi s c hi e f  t ha t  t he  Fe de r a l  Ci r c ui t ' s  

Rul e  pr ovi de s  f or  t r ol l s ,  be c a us e  now,  not  onl y do you 

ha ve  a l l  of  t he  t r ol l s  i n t he  wor l d l ooki ng f or  a l l  of  

t he  pr oduc t s  i n  t he  wor l d,  but  now t he y ' r e  goi ng t o go 

t hr ough t he  e nt i r e  s uppl y c ha i n of  e ve r y puni t i ve  

i nf r i nge r  a nd go a f t e r  e a c h pr ovi de r  of  a  s i ngl e  s t a pl e  

a r t i c l e  of  c omme r c e  a s  pa r t  of  t hi s  e xe r c i s e  - -
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J USTI CE ALI TO:  Do you t hi nk - -

MR.  PHI LLI PS:  - - a nd i t  s e e ms  t o  me  t ha t  

c a nnot  be  pos s i bl y wha t  Congr e s s  i nt e nde d.  

J USTI CE ALI TO:  Do you t hi nk i t ' s  c l e a r  t ha t  

t he  - - t ha t  t he  - - t he  qua l i t a t i ve  i nt e r pr e t a t i on ha s  a  

gr e a t e r  e xt r a t e r r i t or i a l  e f f e c t  t ha n t he  qua nt i t a t i ve  

i nt e r pr e t a t i on?  

Wha t  i f  you ha ve  a  s i t ua t i on whe r e  - - l e t ' s  

s a y t he r e  a r e  t e n c ompone nt s ,  a nd ni ne  of  t he m a r e  - -

a r e  ma de  ove r s e a s ,  but  t hos e  a r e  ve r y r out i ne  t hi ngs ;  

t hos e  a r e  l i ke  t he  pr oduc t  t ha t  wa s  ma de  i n  t he  Uni t e d 

St a t e s  he r e .  You c a n buy t he m of f  t he  s he l f .  

But  t he r e ' s  one  t ha t ' s  ve r y uni que .  Now,  

i t ' s  not  ma de  s pe c i f i c a l l y  f or  t hi s  de vi c e ,  but  i t ' s  

ve r y - - i t ' s  - - i t ' s  ve r y uni que ,  a nd t ha t ' s  - - a nd 

t ha t ' s  ma de  i n  t he  Uni t e d St a t e s .  

MR.  PHI LLI PS:  Ye a h.  We l l ,  you know - - f r om 

my - - i t  - - t he  onl y de vi c e  c omi ng f r om t he  Uni t e d 

St a t e s  i s  a  s i ngl e  de vi c e  - -

J USTI CE ALI TO:  Ri ght .  

MR.  PHI LLI PS:  - - a nd i t ' s  not  - - a nd i t  

doe s n ' t  s a t i s f y " e s pe c i a l l y  ma de  or  e s pe c i a l l y  a da pt e d. "  

I t  s e e ms  t o  me  t ha t  ( f ) ( 2)  t e l l s  you s pe c i f i c a l l y ,  

t ha t ' s  not  wi t hi n t he  me a ni ng of  t he  s t a t ut e .  

J USTI CE KAGAN:  We l l ,  I ' m not  s ur e  i f  t ha t ' s  
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MR.  PHI LLI PS:  And i f  Congr e s s  wa nt s  t o  f i x  

i t ,  i t  c a n f i x  t ha t .  

J USTI CE KAGAN:  I ' m not  s ur e  i f  t ha t ' s  t r ue ,  

Mr .  Phi l l i ps .  I  me a n,  you ' r e  r e a di ng ( f ) ( 2)  a s  ha vi ng a  

ne ga t i ve  i mpl i c a t i on,  t ha t  t hi s  i s  t he  onl y t i me  whe n 

one  c ompone nt  c a n c r e a t e  l i a bi l i t y,  i s  whe n i t ' s  

e s pe c i a l l y  ma de  or  e s pe c i a l l y a da pt e d.  But  t he s e  mi ght  

be  j us t  i nde pe nde nt  c l a us e s .  

I n  ot he r  wor ds ,  ( f ) ( 2)  t a l ks  a bout  a  

c ompone nt  t ha t ' s  e s pe c i a l l y  ma de ,  whe t he r  or  not  i t ' s  a  

s ubs t a nt i a l  por t i on of  t he  pr oduc t .  And t he n ( f ) ( 1)  

c ome s  i n  a nd s a ys  - - i nde pe nde nt l y c r e a t e s  a  r ul e  f or  a  

c ompone nt  or  c ompone nt s  t ha t  a r e  a  s ubs t a nt i a l  por t i on 

of  t he  pr oduc t .  

So I ' m not  s ur e  why we  ha ve  t o  r e a d ( f ) ( 2)  

a s  c r e a t i ng t hi s  ne ga t i ve  i mpl i c a t i on a s  t o  a ny pr oduc t ,  

a ny s i ngl e  pr oduc t ,  a s  oppos e d t o  j us t  s a yi ng ( f ) ( 2)  i s  

a bout  s pe c i a l l y  ma de  s t uf f ,  a nd i t  ha s  not hi ng t o  do 

wi t h ( f ) ( 1) ,  whi c h i s  not  a bout  s pe c i a l l y  ma de  s t uf f ,  

a nd pr ovi de s  a  di f f e r e nt  t e s t  a bout  s ubs t a nt i a l  - -

s ubs t a nt i a l i t y .  

MR.  PHI LLI PS:  Ri ght .  I  me a n,  i n  - - i n  t he  

f i r s t  i ns t a nc e ,  I  don ' t  - - I  me a n,  I  don ' t  t h i nk t ha t ' s  

t he  mor e  na t ur a l  wa y t o  r e a d t he  t wo t oge t he r .  But  t he n 
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I  woul d go ba c k,  a nd - - a nd wi t hout  t r yi ng t o  of f e nd 

J us t i c e  Br e ye r ,  go t o  t he  pr i nc i pl e  a ga i ns t  

e xt r a t e r r i t or i a l i t y ,  a nd s a y - - s a y t o you t ha t  i f  t he r e  

we r e  t wo di f f e r e nt  wa ys  t ha t  a r e  e qua l l y pl a us i bl e  t o  

i nt e r pr e t  t hi s  l a ngua ge ,  you s houl d i nt e r pr e t  t he  

l a ngua ge  t o  be  mor e  na r r owl y a ppl i c a bl e ,  a nd t he r e f or e  

l e s s  l i ke l y t o  i nt e r f e r e  wi t h e xt r a  - - wi t h 

e xt r a t e r r i t or i a l  - - e xt r a t e r r i t or i a l  a ppl i c a t i on of  

pa t e nt  l a w.  

And s o t ha t ' s  t he  r e a s on.  I t  - - I ' m not  

s a yi ng t ha t  you woul d ha ve ,  i n  t he  a bs t r a c t ,  be e n 

c ompe l l e d t o a  pa r t i c ul a r  c onc l us i on,  but  i n  a  s i t ua t i on 

whe r e  Congr e s s  ha s  us e d t he  l a ngua ge  t a l ki ng a bout  a l l  

or  a  ma j or  - - or  a  - - or  a  s ubs t a nt i a l  por t i on whe r e  a l l  

i s  a l l  but  - - you know,  i t ' s  ve r y c l os e  t o  t ha t ,  t a l ks  

a bout  c ompone nt s  of  t he  i nve nt i on,  not  of  t he  i nve nt i on 

i t s e l f ,  t he  Fe de r a l  Ci r c ui t  t wi c e  i n  i t s  opi ni on j us t  

dr oppe d out  " of  t he  c ompone nt s  of  t he  i nve nt i on, "  whe r e  

i t ' s  c l e a r  t ha t  t ha t ' s  de s i gne d t o be  a  - -

J USTI CE GI NSBURG:  And wha t  a r e  - -

MR.  PHI LLI PS:  - - qua nt i t a t i ve  a na l ys i s .  

J USTI CE GI NSBURG:  Wha t  a r e  t he  - - wha t  a r e  

t he  c ompone nt s  of  t he  i nve nt i on?  How do we  know wha t  

t he  - - t he  c ompone nt s  of  t he  i nve nt i on?  

MR.  PHI LLI PS:  Thi s  Cour t  i n  Mi c r os of t  s a i d 
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t ha t  t he  c ompone nt s  of  t he  i nve nt i on a r e  t he  e l e me nt s  i n  

t he  c l a i m,  a nd s o you l ook a t  t he  c l a i m a nd you 

i nt e r pr e t  t he  c l a i m a nd you - - a nd you de vi s e  f r om t ha t .  

Now,  t ha t  - - t ha t  - - t ha t ' s  c l a i m - - t ha t ' s  

c l a i m c ons t r uc t i on.  And t ha t ' s ,  you know,  not  a l wa ys  

t he  e a s i e s t  t hi ng i n  t he  wor l d t o  do,  a nd i t  r e qui r e s  

r e vi e w of  t he  c l a i ms ,  r e vi e w of  t he  s pe c i f i c a t i on a nd 

t he  - - a nd t he  hi s t or y.  But  i n  t hi s  pa r t i c ul a r  c a s e ,  

i t ' s  r e a l l y  e a s y.  

The  c l a i ms  s a y ve r y c a t e gor i c a l l y  wha t  e a c h 

of  t he  f i ve  c ompone nt s  a r e ,  i s ,  a nd - - a nd s o t ha t  one  

i s  e a s y.  

I f  t he r e  a r e  no f ur t he r  que s t i ons ,  Your  

Honor s ,  I ' d  l i ke  t o  r e s e r ve  t he  ba l a nc e  of  my t i me .  

CHI EF J USTI CE ROBERTS:  Tha nk you,  c ouns e l .  

Mr .  Tr i pp.  

ORAL ARGUMENT OF ZACHARY D.  TRI PP 

FOR UNI TED STATES,  AS AMI CUS CURI AE,  

SUPPORTI NG THE PETI TI ONERS 

MR.  TRI PP:  Mr .  Chi e f  J us t i c e ,  a nd ma y i t  

p l e a s e  t he  Cour t :  

We  a r e  a s ki ng t he  Cour t  t o  do t wo t hi ngs  

he r e  t oda y.  

Fi r s t ,  we  a r e  a s ki ng t he  Cour t  t o  hol d t ha t  

t he  s uppl y of  a  s i ngl e  c ommodi t y c ompone nt  i s  ne ve r  
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e nough.  We  t hi nk t ha t ' s  c l e a r l y  r i ght  whe n you l ook a t  

( f ) ( 1)  a nd ( f ) ( 2)  t oge t he r ,  e s pe c i a l l y i n  l i ght  of  

e xt r a t e r r i t or i a l i t y  c onc e r ns .  

Se c ond,  we  a r e  a s ki ng t he  Cour t  t o  hol d t ha t  

( f ) ( 1)  r e a c he s  t he  s uppl y of  a l l  or  a  l a r ge  por t i on of  

t he  c ompone nt s  of  t he  i nve nt i on,  not  a ny i mpor t a nt  

por t i on of  t he  i nve nt i on.  And t he  wa y we  ha d put  i t  i s  

t ha t  i t  r e a c he s  t he  s uppl y of  a l l  or  s ome t hi ng 

t a nt a mount  t o  a l l  of  t he  c ompone nt s .  

And our  pr i nc i pa l  pr a c t i c a l  c onc e r ns  he r e  

s t e m f r om t he  br e a dt h of  t he  Fe de r a l  Ci r c ui t ' s  r ul i ng,  

a nd i t ' s  br oa d be c a us e  t he y a r e  a s ki ng a  l oa de d que s t i on 

t ha t ' s  l ooki ng onl y a t  pa r t  of  t he  pi c t ur e .  

I f  you l ook onl y a t  t he  s uppl i e d por t i on of  

t he  c ompone nt s  a nd you a s k whe t he r  t he y a r e  i mpor t a nt  or  

e s s e nt i a l  t o t he  ope r a t i on or  nove l t y  of  t he  i nve nt i on,  

t he  a ns we r  i s  a l wa ys  goi ng t o be  ye s .  I n  mos t  

i nve nt i ons ,  i f  you t a ke  a wa y a ny c ompone nt ,  i t  i s n ' t  

goi ng t o  wor k a nd i t ' s  not  goi ng t o  be  pa t e nt a bl e .  So 

we  t hi nk you j us t  c a n ' t  c ome  a t  i t  t ha t  wa y.  

And t he n t he  s e c ond pi e c e  i s  t ha t  t he  

Fe de r a l  Ci r c ui t  i s n ' t  l ooki ng a t  a l l  t he  c ompone nt s  t ha t  

we r e  not  s uppl i e d,  a nd s o t he y a r e  not  a s ki ng t he  

c ompa r a t i ve  que s t i on of  whe t he r  t he  pe r s on ha s  done  

a nyt hi ng s i mi l a r  t o  s uppl yi ng a l l  of  t he  c ompone nt s .  
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And we  t hi nk t ha t ' s  j us t  a  c r i t i c a l  pi e c e  he r e .  Thi s  i s  

a n a nt i - c i r c umve nt i on pr ovi s i on.  I t  wa s  e na c t e d t o  

s hor e  up t he  ba s i c  t e r r i t or i a l  r e s t r i c t i on a ga i ns t  

a c t ua l l y  ma ki ng a  pa t e nt e d i nve nt i on i n  t he  Uni t e d 

St a t e s  a nd t he n s hi ppi ng i t  a br oa d,  a nd we  t hi nk i t  

ne e ds  t o  be  i nt e r pr e t e d wi t h t ha t  pur pos e  i n  mi nd.  

J USTI CE SOTOMAYOR:  You ke e p s a yi ng 

" s ubs t a nt i a l l y  a l l . "  Mr .  Phi l l i ps  a r gue d t ha t  

" s ubs t a nt i a l l y  a l l "  ha s  t o  me a n j us t  t ha t :  Al mos t  a l l .  

You,  i ns t e a d,  i n  your  br i e f ,  wa nt  us  t o  ke e p 

t ha t  va gue r ,  but  I ' m a s s umi ng t ha t  t he r e  i s  a  mi ni mum 

t ha t  woul dn ' t  c ons t i t ut e  a n i nf r i nge me nt .  

MR.  TRI PP:  We l l ,  I  t h i nk - -

J USTI CE SOTOMAYOR:  20 pe r c e nt ?  30 pe r c e nt ?  

40?  How - - how - -

MR.  TRI PP:  We l l ,  s o  I  t hi nk t he  - - t he  - -

t he  one  br i ght  l i ne  t ha t  we  - - t ha t  we  a r e  dr a wi ng he r e  

i s  - - on t he  f a c e  of  t he  s t a t ut e  i s  t ha t  one  i s  ne ve r  

e nough.  We  t hi nk t ha t ' s  c l e a r  whe n you l ook a t  ( f ) ( 1)  

a nd ( f ) ( 2)  t oge t he r  t he  wa y t hi s  Cour t  r e a d t he m i n 

Mi c r os of t  t he  f i r s t  t i me .  

Be yond t ha t ,  t he  numbe r s  a r e  ve r y i mpor t a nt  

unde r  our  t e s t ,  but  t he y a r e  not  t he  whol e  ba l l  ga me .  

We ' r e  - - we  s a y t hi s  on pa ge  26 of  our  br i e f .  You c oul d 

a l s o - - you woul d l ook not  onl y a t  t he  numbe r s  of  t he  
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c ompone nt s  t ha t  we r e  s uppl i e d a nd not  s uppl i e d,  but  you 

woul d a l s o l ook a t  t he  r e l a t i ve  t i me ,  mone y,  a nd e f f or t  

t ha t  you woul d ne e d t o  obt a i n t he  r e ma i ni ng c ompone nt s .  

So i f  I  c oul d gi ve  - -

CHI EF J USTI CE ROBERTS:  Ti me  - - t i me ,  mone y,  

a nd e f f or t ,  but  not  s i gni f i c a nc e  of  t he  c ompone nt ?  

MR.  TRI PP:  I  t hi nk - -

CHI EF J USTI CE ROBERTS:  I t  s e e ms  t o  me  t ha t  

t he  s i gni f i c a nc e  of  t he  c ompone nt  woul d be  t he  mos t  

i mpor t a nt  c ons i de r a t i on.  I f  - -

MR.  TRI PP:  I  t hi nk - - a nd s o t he  - -

CHI EF J USTI CE ROBERTS:  I f  i t ' s  t he  - - i f  

i t ' s  wha t e ve r  you t hi nk i s  not  qui t e  e nough,  70 pe r c e nt ,  

but  70 pe r c e nt  of  t he  c ompone nt s  - - I  me a n,  t ha t ' s  

r e a l l y  t he  c or e  of  wha t  ma ke s  i t  wor k.  I  don ' t  know why 

you woul dn ' t  l ook a t  t ha t  di f f e r e nt l y  t ha n i f  i t ' s  70 

pe r c e nt ,  but  t he  70 pe r c e nt  a r e ,  you know,  f a i r l y  

i ns i gni f i c a nt .  

MR.  TRI PP:  We l l ,  I  - - I  - - our  pr i nc i pa l  

c onc e r n or  - - a s  I  wa s  s a yi ng,  i s  t ha t  i f  you j us t  a s k 

t he  que s t i on of  whe t he r  i t ' s  s i gni f i c a nt  i n  t he  s e ns e  of  

i s  i t  e s s e nt i a l  or  i mpor t a nt  t o  t he  nove l t y  of  t he  

i nve nt i on,  I  t hi nk t ha t ' s  j us t  a  bl a c k hol e  t ha t ' s  not  

goi ng t o  ge t  you a nywhe r e .  And we  t hi nk our  a ppr oa c h 

wor ks  be t t e r .  
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And i f  I  c oul d j us t  gi ve  you t wo e xa mpl e s  of  

how t hi s  woul d wor k us i ng t hi s  pa r t i c ul a r  i nve nt i on?  

So,  i f  s ome  - - i f  - - i f  t he  r e c or d he r e  s howe d t ha t  

ma nuf a c t ur i ng t he  f i r s t  c ompone nt ,  t he  pr i me r  mi x wa s ,  

you know,  a n i nc r e di bl y di f f i c ul t ,  t i me - c ons umi ng,  ha r d,  

c ha l l e ngi ng pr oc e s s ,  t he  bul k of  t he  wor k he r e ,  but  t ha t  

you c oul d ge t  t he  - - t he  r e a c t i on buf f e r  ve r y qui c kl y i n 

a  he a r t be a t ,  you know,  i t ' s  l i ke  a  di me  a  doz e n,  you 

dr op i t  i n t o t he  ki t s  a nd i t  wor ks .  

I n  t ha t  c i r c ums t a nc e ,  i f  s ome body s uppl i e d 

a l l  t he  c ompone nt s  e xc e pt  t he  r e a c t i on buf f e r ,  we  t hi nk 

t he y woul d c l e a r l y  be  l i a bl e  be c a us e  t he y woul d ha ve  

done  s ome t hi ng t ha t  i s  r e a l l y t a nt a mount  t o  s uppl yi ng 

a l l  of  t he  c ompone nt s .  You c oul d ge t  t ha t  l a s t  one  s o 

e a s i l y ,  but  i f  s uppl y - - i f  s ome body s uppl i e d a l l  t he  

c ompone nt s  - -

J USTI CE SOTOMAYOR:  To t he  e xpe r t  t e s t i mony 

he r e  t ha t  out  of  t he  f i ve ,  t hr e e  we r e  s i gni f i c a nt ,  s o 

l e t ' s  a s s ume  t he y s uppl i e d t he  t hr e e  s i gni f i c a nt  

c ompone nt s  a nd not  t he  t wo l e s s  i ns i gni f i c a nt .  Wha t  - -

wha t  woul d your  a ns we r  be  t he n?  

MR.  TRI PP:  I  t hi nk t ha t  woul d be  a  muc h 

c l os e r  c a s e  t o  s uppl yi ng s ome t hi ng t ha t  i s  t a nt a mount  t o  

s uppl yi ng a l l  of  t he m unde r  our  t e s t .  I  t hi nk t he  - -

t he  r e c or d he r e  i s n ' t  - - i s n ' t  f ul l y  s e t  out  i n t e r ms  of  
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wha t  i t  i s  t ha t  - - t ha t  - - t ha t  ma ke s  t he m ma i n or  

ma j or .  

Wha t  we  a r e  t r yi ng t o  ge t  a t  - - a nd - - a nd 

t he  ke y poi nt  t o  us ,  whe t he r  e xa c t l y  how you a r t i c ul a t e  

t hi s  t e s t  I  t hi nk doe s n ' t  ma t t e r  a l l  t ha t  muc h t o  us ,  

but  wha t  we  r e a l l y  do c a r e  a bout  i s  t he  i de a  t ha t  t hi s  

ne e ds  t o  be  a  c ompa r a t i ve  i nqui r y l ooki ng a t  how muc h 

wor k t he r e  i s  l e f t  t o  be  done  t o  obt a i n t he  r e s t  of  t he  

c ompone nt s  s o t ha t  - -

CHI EF J USTI CE ROBERTS:  I  t hi nk onc e  you - -

onc e  you' r e  i nt o your  f a i r l y  c ompl i c a t e d t e s t ,  I  me a n,  I  

t hi nk i t ' s  - - you ' r e  of f  t o  t he  r a c e s .  I  me a n,  wha t  

f a c t or s  do you l ook a t ,  a l l  of  t ha t ,  whe n i t  - - i t  s e e ms  

t o  me  t he  - - t he  c l e a r  a r gume nt  i s  whe t he r  you wa nt  t o  

c a l l  i t  t he  pl a i n t e xt  or  not ,  but  i t ' s  j us t  f oc us i ng on 

a  nume r i c a l .  I t ' s  - - i t ' s  - - i t ' s  a  s ubs t a nt i a l  por t i on 

of  t he  c ompone nt s ,  a nd now you' r e  s a yi ng,  we l l ,  i t  k i nd 

of  de pe nds  on wha t  c ompone nt s  we  a r e  t a l ki ng a bout .  You 

know,  how muc h t i me  i t  t a ke s  t o  ma ke  t he m.  Ef f or t ,  I  

don ' t  qui t e  unde r s t a nd wha t  e f f or t  me a ns  i n  t ha t  a r e a .  

I n  - - i n  ot he r  wor ds ,  you ' r e  - - you ' r e  - -

you' r e  c ompr omi s i ng t he  pr i nc i pl e  i n  a  wa y t ha t  r e a l l y  

unde r mi ne s  t he  f or c e  of  t he  pr i nc i pl e .  

MR.  TRI PP:  No,  I  - - I  - - I  t hi nk t ha t  wha t  

we  a r e  s a yi ng i s  t ha t  t he  - - t he  s t a t ut e  c a r r i e s  t he  
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qua nt i t a t i ve  me e t i ng i n  t he  s e ns e  t ha t  i t  ne e ds  t o  be  a  

l a r ge  por t i on,  but  t hi s  i s  a n a nt i - c i r c umve nt i on 

pr ovi s i on a nd t he n t r yi ng t o  f i gur e  out  wha t  i t  ne e ds  

f or  i t  t o  be  a  l a r ge  por t i on,  t he  numbe r s  a r e  a  whol e  

l ot  of  t he  pi c t ur e .  

I  - - I  don ' t  wa nt  t o  - - I  don ' t  wa nt  t o  

di mi ni s h t ha t ,  but  a s  we  s a i d on pa ge  26,  we  t hi nk t he y 

a r e  not  t he  e nt i r e  ba l l  ga me ,  a nd a  c our t  l ook a t  - -

c oul d l ook a t  s ome  qua l i t a t i ve  f a c t or s ,  but  t ha t  i t  

woul d not  l ook a t  t he  que s t i on of  whe t he r  wha t ' s  l e f t  on 

t he  t a bl e  i s  e s s e nt i a l  or  i n  - - or  t o  t he  nove l t y ,  

be c a us e  t he  a ns we r  t o  t ha t  i s  a l wa ys  goi ng t o  be  ye s .  

J USTI CE SOTOMAYOR:  I  don ' t  know e nough 

pa t e nt  l a w t o ha ve  t he  a ns we r  t o  t hi s .  Whe n a  - - a  

c l a i m i s  ma de ,  wha t  - - how i s  t he  de t e r mi na t i on ma de  of  

wha t  t he  e l e me nt s  a r e ?  Do t he  e l e me nt s '  de t e r mi na t i ons  

s or t  out  t he  c ommon f r om t he  unc ommon i n a  pa t e nt  c l a i m?  

MR.  TRI PP:  Not  a s  I  unde r s t a nd i t ,  no.  I t  

woul d j us t  be  - - i t  woul d j us t  be  s or t i ng out  wha t  t he  

e l e me nt s  a r e ,  a nd - - a nd t he  wa y we  a ppr oa c h t he  

c ompone nt s  of  t he  i nve nt i on,  t hi s  i s  on pa ge  27 of  our  

br i e f ,  i s  we  t hi nk,  a s  i n Mi c r os of t ,  t ha t  t he y - -

t he y - - t he y a r e  - - t he y ne e d t o  be  c a pa bl e  of  

c ombi na t i on,  a nd t he y a r e  de r i ve d f r om t he  e l e me nt s  of  

t he  c l a i m.  
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So we  t hi nk i n  - - i n  mos t  c a s e s  i t  a c t ua l l y  

won' t  be  t ha t  di f f i c ul t .  And a l s o,  a s  i t  - - you know,  

a s  I  wa s  s a yi ng,  I  - - I  t hi nk unde r  our  a ppr oa c h,  i t  

a l s o,  f r a nkl y,  woul dn ' t  ma t t e r  t ha t  wa y.  

J USTI CE BREYER:  But  why do we  ha ve  t o  go 

i nt o t he  de t a i l s  he r e ?  I  me a n,  i t  d i d s t r i ke  me  a s  a n 

i ns t a nc e  whe r e  ma ybe  t he  l e s s  s a i d by us  t he  be t t e r .  I  

me a n,  woul d you be  ha ppy i f  we  s a y i t  me a ns  wha t  i t  

s a ys ?  

" Al l  or  s ubs t a nt i a l l y  a l l "  me a ns  a  whol e  

l ot .  Or  wha t  you s a i d,  t a nt a mount  t o  a l l .  So i f  you 

ge t  i nt o t ha t  c i r c ums t a nc e  or  you ge t  i nt o t he  " t o"  

c i r c ums t a nc e ,  whi c h i s  t he r e  i s  a  s pe c i a l  i ngr e di e nt  

he r e  t ha t  ha s  t he  s pe c i a l  qua l i t i e s ,  Mr .  Ma nuf a c t ur e r ,  

don ' t  ge t  c l os e  t o  t ha t .  

MR.  TRI PP:  I  - - I  t hi nk - -

J USTI CE BREYER:  Al l  t he s e  l a wye r s  t ha t  wi l l  

be  t he r e  t e l l i ng t he m,  don ' t  ge t  c l os e  t o  t ha t ,  a nd t he  

t hi ng wi l l  wor k ove r  t i me .  I f  we  s e t  a  de t a i l e d t e s t  

down,  t he n a l l  t hos e  l a wye r s  wi l l  be  t r yi ng t o  f i gur e  

out  how,  i n  f a c t ,  t he y a c t ua l l y  do t he  t hi ng wi t hout  

qui t e  i nf r i ngi ng t he  de t a i l  t e s t .  

MR.  TRI PP:  Ye a h,  I  - - I  - - I  t hi nk t ha t  - -

J USTI CE BREYER:  Tha t ' s  wha t  wor r i e s  me .  

MR.  TRI PP:  I  - - I  t hi nk i f  you s a i d t ha t  
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one  wa s  ne ve r  e nough a nd i t  ne e ds  t o  be  a  whol e  l ot ,  we  

woul d be  qui t e  ha ppy.  Al l  t ha t  we ' r e  - -

J USTI CE BREYER:  End of  t he  c a s e .  I t  s a ys  

one  me a ns  a  l ot ,  we  ne e d a  whol e  l ot ,  t a nt a mount  t o t he  

whol e  l ot ,  a nd good- bye .  

MR.  TRI PP:  Ye a h,  we  - - we  - - we  woul d be  

pe r f e c t l y  ha ppy wi t h t ha t .  

( La ught e r . )  

MR.  TRI PP:  Al l  - - a l l  t ha t  I ' m t r yi ng t o  do 

i s  t r y  a nd gi ve  you our  s or t  of  be s t  gl os s  on 

i nt e r pr e t i ng - -

J USTI CE GI NSBURG:  The n why di d you - - why 

di d you a dd t he  qua l i f i c a t i on t o  put  i n  qua l i t a t i ve  

c ons i de r a t i ons  i n  a ddi t i on t o qua nt i t a t i ve ?  

MR.  TRI PP:  We l l ,  a s  I  wa s  t r yi ng t o ge t  a t  

wi t h t he  - - t he  i l l us t r a t i ons  us i ng t hi s  pa r t i c ul a r  

i nve nt i on,  l i ke  you c oul d ge t  t o  a  di f f e r e nt  a ns we r  e ve n 

whe n you ha ve  t he  s a me  numbe r  of  c ompone nt s .  So i f  

s ome body s uppl i e d e ve r yt hi ng but  t he  r e a c t i on buf f e r ,  

t hi s  one  you woul d ge t  c he a pe r  a nd e a s i l y ,  we  t hi nk you 

woul d be  l i a bl e .  

But  i f  t he y di d e ve r yt hi ng e xc e pt  t he  pr i me r  

mi x,  a nd t ha t ' s  r e a l l y  j us t  a n e nor mous  a mount  of  - -

of  - - of  wha t  ne e ds  t o  ha ppe n he r e ,  t he n we  t hi nk t he y 

woul dn ' t  ha ve  done  s ome t hi ng t ha t ' s  t a nt a mount  t o  
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s uppl yi ng a l l  t he  c ompone nt s .  And t he y woul dn ' t  be  

l i a bl e  be c a us e  t he r e  woul d be  s o muc h l e f t  t o  be  done .  

But  I  t hi nk,  f r a nkl y - -

CHI EF J USTI CE ROBERTS:  I  t hi nk t ha t ' s  your  

a ns we r  i n  t hi s  i nve nt i on,  but  e ve r y ot he r  i nve nt i on i s  

goi ng t o  ha ve  a  di f f e r e nt  mi x of  t he  t i me ,  t he  e f f or t ,  

t he ,  you know,  qua l i t a t i ve  a s pe c t ,  a nd i t  - - a ga i n,  i t  

doe s  s e e m t o be  t ha t  onc e  you ge t  be yond l ooki ng a t  

pur e l y qua nt i t a t i ve l y i n  t e r ms  of  t he  c ompone nt s ,  I  

don ' t  t hi nk you ' ve  ma de  muc h pr ogr e s s  i n  c l e a r i ng up 

t he  - - t he  l i t i ga t i on c os t s  a nd t he  c onf us i on.  

And I ' m a l s o not  s ur e  how i t  f i t s  i n  wi t h 

t he  pr e s umpt i on a ga i ns t  e xt r a t e r r i t or i a l i t y ,  or  a t  l e a s t  

t he  c l e a r  a ppl i c a t i on of  t ha t .  

MR.  TRI PP:  We l l ,  I  - - I  - - I  t hi nk t he  ma i n 

t hi ng t ha t  we  a r e  ge t t i ng a t  i s  t ha t  - - a nd - - a nd - -

a nd a ga i n,  a s  I  wa s  s a yi ng,  I  - - I  don' t  t hi nk we  ha ve  a  

s t r ong - - s t r ong pos i t i on on how e xa c t l y  you - - you 

a r t i c ul a t e  t he  t e s t .  Our  c onc e r n i s  t ha t  i t  ne e ds  t o  be  

pi nne d t o  a n a nt i - c i r c umve nt i on pr ovi s i on,  a nd t he  

que s t i on i s ,  a r e  you doi ng s ome t hi ng t ha t  i s  pr e t t y 

c l os e  t o  s uppl yi ng a l l  t he  c ompone nt s ?  How e xa c t l y a r e  

you - -

J USTI CE KAGAN:  Be c a us e  t he r e ' s  a  r e a s on why 

i t ' s  t ha t  a l mos t  a l l .  

Alderson Reporting Company 



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

28 

Official - Subject to Final Review 

I  me a n,  i f  I  s a i d t o  you,  Mr .  Tr i pp,  a  

s ubs t a nt i a l  por t i on of  my f or me r  c l e r ks  ha ve  gone  i nt o 

gove r nme nt  wor k,  how ma ny woul d I  me a n?  

MR.  TRI PP:  We l l ,  I  - - I  t hi nk wi t h a ny of  

t he s e  t hi ngs ,  t he  i nt e r pr e t a t i on of  s ubs t a nt i a l  de pe nds  

e nt i r e l y  on i t s  c ont e xt  a nd i t s  pur pos e ,  a nd - - a nd - -

a nd s o t hi s  t e r m i s  us e d i n  j us t ,  l i ke ,  a  c ount l e s s  

a r r a y of  wa ys  i n t he  l a w.  

J USTI CE KAGAN:  So you' r e  not  pi nni ng t hi s  

on t he  - - on t he  l a ngua ge  he r e ,  t he  s ubs t a nt i a l  por t i on 

me a ns  a l mos t  a l l ?  

MR.  TRI PP:  We l l ,  no - -

J USTI CE KAGAN:  You a r e  f i ndi ng i t  f r om 

s ome pl a c e  e l s e ?  And whe r e  a r e  you f i ndi ng i t  f r om?  

MR.  TRI PP:  So we ' r e  t r yi ng t o  gi ve  a  gl os s  

on s ubs t a nt i a l i t y  i n l i ght  of  t he  c ont e xt  a nd pur pos e  of  

t hi s  s t a t ue  a s  - - a s  we  unde r s t a nd a l l  of  271( f )  i s  

de s i gne d t o  s hor e  up t he  ba s i c  r e s t r i c t i oni ng a nd i s  

a c t ua l l y  ma ki ng a  pa t e nt e d i nve nt i on i n  t he  Uni t e d 

St a t e s  a nd t he n s hi ppi ng i t  a br oa d.  Bot h of  t he  

pr ovi s i ons  ge t  a t  t ha t .  We  t hi nk ( f ) ( 1)  i s  s i t ua t i ons  

t ha t  r e s e mbl e  t he  De e ps out h pa r a di gm you' r e  - -

J USTI CE KAGAN:  But  t he n you t a ke  J us t i c e  

Al i t o ' s  hypot he t i c a l ,  whi c h i s  a  pr oduc t  whe r e  t he r e ' s  a  

s i ngl e  pr oduc t  t ha t  i s  a c c ount i ng f or  90 pe r c e nt  of  t he  
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t i me  a nd e f f or t ,  a nd wha t e ve r  t he  t hi r d t hi ng you 

me nt i one d wa s .  

MR.  TRI PP:  I  t hi nk i n  - - i n  - - i n  t he  one  

i s  ne ve r  e nough,  ( f ) ( 2)  wa s  j us t  a  c ompl e t e  a ns we r  t o  

t ha t .  And i f  Congr e s s  wa s  goi ng t o  dr a f t  a  s pe c i a l  r ul e  

a bout  t he  s uppl y of  a n i ndi vi dua l  s upe r  i mpor t a nt  

c ompone nt ,  you woul d ha ve  e xpe c t e d t o  s e e  i t  i n ( f ) ( 2) ,  

a nd i t ' s  j us t  not  t he r e .  

CHI EF J USTI CE ROBERTS:  Tha nk you,  c ouns e l .  

Mr .  Wa xma n.  

ORAL ARGUMENT OF SETH P.  WAXMAN 

ON BEHALF OF THE RESPONDENT 

MR.  WAXMAN:  Mr .  Chi e f  J us t i c e ,  a nd ma y i t  

p l e a s e  t he  Cour t :  

I  t hi nk i t ' s  e xt r e me l y i mpor t a nt  t o  

unde r s t a nd how f unda me nt a l l y  t he  Pe t i t i one r s  a nd t he  

gove r nme nt  mi s a ppr e he nd t he  na t ur e  of  t he  ha r m t ha t  

Congr e s s  a ddr e s s e d i n  271 a s  e na c t e d.  Whe n t he  

De e ps out h s ol ut i on wa s  pr opos e d by Se na t or  Ma t hi a s ,  i t  

pr e c l ude d t he  s uppl y wi t h no a c t i ve  i nduc e me nt  

r e qui r e me nt ,  t he  s uppl y of  t he  ma t e r i a l  c ompone nt s  of  a  

c ombi na t i on t ha t  i f  c ombi ne d i n  t he  Uni t e d St a t e s  woul d 

i nf r i nge .  

I n  t he  1984 he a r i ng t ha t ' s  di s c us s e d a t  pa ge  

29 of  our  br i e f ,  t he  Uni t e d St a t e s  - - t he  c ommi s s i one r  
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of  pa t e nt s  c a me  i n  a nd t e s t i f i e d t ha t  t he  Uni t e d St a t e s  

obj e c t e d t o  t ha t  i nt e r pr e t a t i on.  The y obj e c t e d t o  t he  

t opdown - - you know,  not  - - not  t ot a l l y  a l l ,  a nd 

pr opos e d i ns t e a d t ha t  Se na t or  Ma t hi a s  a me nd hi s  

l e gi s l a t i on t o  pr e c l ude  wha t  i n  e s s e nc e  i s  pr ohi bi t e d 

dome s t i c a l l y i n  271( c ) ;  t ha t  i s ,  c ont r i but or y 

i nf r i nge me nt .  Tha t  i s  t he  s uppl y of  a  s i ngl e ,  s pe c i a l l y 

de s i gne d pa r t  whe r e  t he r e  a r e  no s ubs t a nt i a l  

non- i nf r i ngi ng us e s .  

Tha t  i n  a nd of  i t s e l f  s hows  you how f a r  - -

a nd t ha t  i s ,  i n  f a c t ,  271( f ) ( 2) .  And t ha t  s hows  you how 

f a r  f r om t hi s  " a l l  or  s ubs t a nt i a l l y  a l l "  pa r a di gm 

Congr e s s  wa s  a i mi ng.  

Now,  Se na t or  Ma t hi a s ' s  r e s pons e  r i ght  

t he r e  - - a nd a ga i n,  we  di s c us s  i t  a t  pa ge  29 - - wa s ,  

oka y,  I  unde r s t a nd t ha t .  But  wha t  a bout ,  he  s a i d,  t he  

s i t ua t i on of  t he ,  quot e ,  e xpor t e r  who s e nds  s pe c i f i c  

i ns t r uc t i ons  on how t o ma nuf a c t ur e  a  pr oduc t  whi c h woul d 

i nf r i nge  a  U. S.  pa t e nt  not wi t hs t a ndi ng t he  us e  of  a  

s t a pl e  pr oduc t  or  pr oduc t s ?  

And Commi s s i one r  Mos s i nghof f ' s  r e s pons e  wa s ,  

ge e ,  I  ha dn ' t  t hought  of  t ha t .  Tha t  woul d be  t he  a na l og 

t o  271( b) .  Tha t  i s  t he  i nduc e d i nf r i nge me nt  r e qui r e me nt  

whi c h ma ke s  one  l i a bl e  a s  a n i nf r i nge r  i f  you a c t i ve l y 

i nduc e  i nf r i nge me nt  by a not he r  a nd - -
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CHI EF J USTI CE ROBERTS:  You' r e  - - but  

you ' r e  - - you ' r e  be gi nni ng wi t h a  di a l ogue  a t  a  Se na t e  

he a r i ng on t he  bi l l  t ha t ' s  pr e t t y  we a k e ve n i n  t he  

l e gi s l a t i ve  hi s t or y hi e r a r c hy,  but  I  don ' t  t h i nk you' ve  

me nt i one d t he  a c t ua l  l a ngua ge  of  t he  s t a t ut e  ye t .  

MR.  WAXMAN:  We l l ,  t ha t  - - t ha nk you,  

Mr .  Chi e f  J us t i c e .  And I ' m not  r e l yi ng on t he  

l e gi s l a t i ve  hi s t or y a l one .  Thi s  i s  j us t  one  e xa mpl e  

i n  - -

J USTI CE BREYER:  We l l ,  how doe s  i t  he l p you?  

Be c a us e  I  - - i t ' s  ve r y ha r d f or  me  t o  be l i e ve  t ha t  

Se na t or  Ma t hi a s  r e a l l y  wa nt e d t o  i nt e r pr e t  Ame r i c a n 

pa t e nt  l a w s o t ha t  i t  r uns  t he  wor l d whe n we ' ve  e nt e r e d 

i nt o a  t r e a t y whi c h s a ys  Br i t i s h pa t e nt  l a w r uns  

Br i t a i n,  Fr e nc h Fr a nc e ,  a nd s o f or t h .  I  me a n,  i s  t he r e  

s ome t hi ng i n t hi s  hi s t or y whi c h s a ys  no,  no,  Se na t or  

Ma t hi a s  ha d a  di f f e r e nt  vi e w;  he  - - he  wa nt e d whe ne ve r  

you s e nd a ny c ompone nt  a br oa d t ha t ' s  i n  a  pa t e nt ,  

s udde nl y Ame r i c a n l a w gove r ns  i t ?  

MR.  WAXMAN:  So,  J us t i c e  Br e ye r ,  be f or e  I  go 

ba c k t o t he  hi s t or y,  I ' l l  t a ke  t he  Chi e f  J us t i c e ' s  

a dmoni t i on a nd - - a nd - - a nd f oc us  on t he  l a ngua ge .  

I  me nt i one d t he  hi s t or y,  Mr .  Chi e f  J us t i c e ,  

onl y be c a us e  i t ' s  r a r e  t ha t  a n e xc ha nge  i n t he  

l e gi s l a t i ve  hi s t or y t r a ns l a t e s  s o di r e c t l y t o  t he  
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l a ngua ge  of  t he  s t a t ut e  a s  a  r e s ul t  of  t ha t  e xc ha nge  

whi c h we ' r e  not  r e l yi ng on a s  i nt e r pr e t i ve  a ut hor i t y .  

Se na t or  Ma t hi a s  di d e xa c t l y  wha t  t he  Uni t e d St a t e s  

s ugge s t e d.  He  - - he  s c r a ppe d t he  or i gi na l  - - t he  

ma t e r i a l  c ompone nt s  a nd c a me  ba c k wi t h wha t  i s  now 

271( f ) ( 1)  a nd ( f ) ( 2) .  

( f ) ( 1) ,  mode l e d on 271( b) ,  pr e c l ude s  a c t i ve  

i nduc e me nt  i n  t he  Uni t e d St a t e s ,  a nd 271( f ) ( 2)  pr e c l ude s  

f ol l owi ng on 271( c ) .  

CHI EF J USTI CE ROBERTS:  We l l ,  I  know.  But  I  

me a n,  you know,  you know t he  obj e c t i on.  I  don ' t  - - I  

don ' t  know how ma ny of  t he  pe opl e  vot i ng on t he  bi l l  

we nt  ba c k a nd r e a d t he  Se na t e  he a r i ng.  

I  unde r s t a nd t he  a r gume nt  whe n you ' r e  

t a l ki ng a bout  s ome t hi ng i n  t he  Se na t e  Re por t  or  t he  

Hous e  Re por t  a t  a  f a i r l y  hi gh l e ve l  of  c onne c t i on t o  t he  

s t a t ut e .  But  whe n you' r e  wa di ng i nt o t he  pa r t i c ul a r  - -

t he  di a l ogue s  a t  a  pa r t i c ul a r  he a r i ng i n  one  Hous e  - -

one  c ommi t t e e  of  one  Hous e  of  t he  Congr e s s ,  t ha t ' s  a  

r e a l  s t r e t c h.  

MR.  WAXMAN:  Oka y.  Le t  me  - - l e t  me  - - l e t  

me  put  a s i de  t ha t  e xc ha nge .  The  - - t he  - - i n  f a c t ,  t he  

r e por t  doe s  a c knowl e dge  wha t  i s  obvi ous  f r om t he  f a c e  of  

t he  s t a t ut e  a nd whi c h I  be l i e ve  - - a nd t hi s  Cour t  

r e c ogni z e d i n  Mi c r os of t  v.  AT&T,  whi c h i s  t he  271 
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pr ovi s i ons  we r e  mode l e d a f t e r  i nduc e d i nf r i nge me nt  unde r  

271( b)  a nd c ont r i but or y i nf r i nge me nt  unde r  271( c ) .  And 

- - a nd - -

J USTI CE ALI TO:  Wha t  a bout  t he  - - wha t  a bout  

t he  t e xt  of  t he  - - of  t he  s t a t ut e ?  I t  doe s n ' t  s a y " a  

s ubs t a nt i a l  por t i on of  t he  pa t e nt e d i nve nt i on. "  I t  s a ys  

" a  s ubs t a nt i a l  por t i on of  t he  c ompone nt s "  of  - - of  t he  

pa t e nt e d i nve nt i on.  

So i f  I  we r e  t o  - - you know,  i f  I  we r e  t o  

a s k,  wha t  i s  a  s ubs t a nt i a l  por t i on of  t he  pa ge s  of  your  

br i e f ,  I  t hi nk s ome one  woul d t hi nk t ha t ' s  a  qua nt i t a t i ve  

de t e r mi na t i on a nd - - a nd woul d not  t hi nk t ha t ,  we l l ,  you 

know,  I  t hi nk pa ge s  12 t o 16 of  your  br i e f  a r e  

pa r t i c ul a r l y i mpor t a nt ,  s o t ha t  woul d be  a  s ubs t a nt i a l  

por t i on of  t he  - - of  t he  pa ge s  of  your  br i e f .  

MR.  WAXMAN:  So I  - - l e t  me  go f i r s t  t o  

t he  - - t o  t he  que s t i on a bout  t he  us e  of  t he  wor d 

" c ompone nt s "  r a t he r  t ha n " i nve nt i on"  a nd t he n a ddr e s s  

your  - - your  que s t i on on t he  s ubs t a nt i a l  numbe r  of  

pa ge s .  

As  t hi s  Cour t  e xpl a i ne d i n  Mi c r os of t  

v .  AT&T,  t he  us e  of  t he  wor d " c ompone nt s "  i s  t he  - - i s  

Congr e s s ' s  i ndi c a t i on t ha t  t he  c ombi na t i ons  t ha t  a r e  

pr e c l ude d a r e  t a ngi bl e  or  phys i c a l  c ombi na t i ons ,  not  

me t hod pa t e nt s  or  une mbodi e d s of t wa r e .  Tha t ' s  how you 
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know wha t  t he  s c ope  of  t he  c ombi na t i on i s .  

And i f  Congr e s s  ha d s a i d,  you know,  t o  

e xpor t  one  or  mor e  r a t he r  t ha n a  s ubs t a nt i a l  por t i on,  

you woul d s t i l l  us e  t he  pl ur a l  be c a us e  t he  pl ur a l  i s  

ne c e s s a r y t o a c c ommoda t e  t he  i ns t a nc e  i n  whi c h i t  wi l l ,  

i n  f a c t ,  c ommonl y be  mor e  t ha n one .  

Now,  i n  your  hypot he t i c a l ,  i f  you ' r e  t a l ki ng 

a bout  a  s ubs t a nt i a l  por t i on of  uni t s  t ha t  a r e  

i ndi s t i ngui s ha bl e  f r om e a c h ot he r ,  l i ke  pa ge s  of  t he  

br i e f ,  t he n I  c onc e de  t ha t  t he  mor e  na t ur a l  r e a di ng i s  a  

qua nt i t a t i ve  one .  But  i f  you l ook a t  how " s ubs t a nt i a l "  

i s  us e d i n  t he  r e l e va nt  pr ovi s i ons ,  t he  pr ovi s i ons  of  

t he  pa t e nt  c ode  t ha t  my f r i e nd on t he  ot he r  s i de  i s  

a ve r t i ng t o ,  t ha t  i s  ( f ) ( 2) ,  whe r e  s ubs t a nt i a l  

non- i nf r i ngi ng us e s  i s  pl a i nl y a t  l e a s t  pa r t l y  

qua l i t a t i ve ,  or ,  a s  t he y s a y,  t he  Wa r ne r - J e nki ns on,  t he  

doc t r i ne  of  e qui va l e nc e  c a s e  whe r e  e qui va l e nc y t ur ns  on 

s ubs t a nt i a l i t y  of  f unc t i ons  a nd me t hods  a nd us e s ,  i t  i s  

a l s o qua l i t a t i ve ,  our  a r gume nt  i s  t ha t ,  a ga i n,  we  a gr e e  

wi t h t he  Uni t e d St a t e s  whe t he r  t he  e xt e nt  t o  whi c h 

s ubs t a nt i a l  i s  qua l i t a t i ve  or  qua nt i t a t i ve  de pe nds  on 

t he  c ont e xt .  

And s o my onl y poi nt ,  Mr .  Chi e f  J us t i c e ,  

j us t  s o t ha t  I ' m not  mi s unde r s t ood he r e ,  i s  Congr e s s  - -

whe n Congr e s s ,  r a t he r  t ha n wha t  i t  s t a r t e d t o  do,  whi c h 
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wa s  t o  c ount  down - - e na c t  s ome t hi ng t ha t  c ount e d down 

f r om a l l  t he  c ompone nt s ,  i t  i ns t e a d s c r a ppe d i t  a t  t he  

Uni t e d St a t e s '  s ugge s t i on a nd s t a r t e d f r om t he  gr ound up 

f r om c ont r i but or y i nf r i nge me nt ,  whi c h i s  j us t  one  

c ompone nt  s pe c i a l l y  de s i gne d,  a nd a c t i ve  i nduc e me nt ,  

whi c h doe s n ' t  r e qui r e  t he  s uppl y of  a ny c ompone nt s .  

Now,  i n  t hi s  i ns t a nc e ,  a nd t hi s  goe s ,  I  

t hi nk,  t o  J us t i c e  Br e ye r ' s  que s t i on a bout  

e xt r a t e r r i t or i a l i t y ,  Congr e s s  wa s  ve r y c a r e f ul  - - of  

c our s e ,  a s  t hi s  Cour t  r e c ogni z e d i n  Mi c r os of t ,  t he r e  a r e  

e xt r a t e r r i t or i a l  i mpl i c a t i ons  be c a us e  i t  c onc e r ns  

e xpor t i ng t hi ngs  f or  s ome t hi ng t o  be  done  i n  c omme r c e  

ove r s e a s .  But  Congr e s s  wa s  ve r y,  ve r y c a r e f ul  t o  ma ke  

t he  c onduc t  t ha t  t he  pr ovi s i on l ooks  a t  dome s t i c  onl y.  

I t  i s  - - you ha ve  t o a c t i ve l y i nduc e  f r om t he  Uni t e d 

St a t e s  a n a c t i ve  i nduc e me nt ,  t hi s  Cour t  e xpl a i ne d i n  t he  

Gr oks t e r  c a s e  me a ns  a c t i ve  s t e ps  t o  e nc our a ge  l i ke  

a dve r t i s i ng or  pr ovi di ng i ns t r uc t i ons .  You ha ve  t o 

s uppor t  - -

J USTI CE GI NSBURG:  Wha t  do you do - - wha t  do 

you do wi t h t he  wor d " a l l " ?  I  t a ke  i t  your  a r gume nt  

woul d be  e a s i e r  i f  t ha t  wor d we r e  not  i n  t he  s t a t ut e .  

MR.  WAXMAN:  I  don ' t  - - I  don ' t  - - I ' m 

not  - - I  don ' t  - - I  don ' t  a gr e e  t ha t  our  a r gume nt  woul d 

be  e a s i e r .  Al l ,  you know,  ha s  t he  s a me  i mpl i c a t i ons  one  
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wa y or  t he  ot he r ,  whe t he r  you c a l l  s ubs t a nt i a l  

qua nt i t a t i ve  or  qua l i t a t i ve .  Cl e a r l y  Congr e s s  wa s  

a i mi ng a t  l e s s  t ha n a l l .  

But  i t ' s  a  c ommonpl a c e  f or  - - f or  

l e gi s l a t ur e s  f or  c ompl e t e ne s s '  s a ke  t o s a y a l l  or  f e we r  

t ha n a l l ,  or  a l l  or  s ome .  And,  J us t i c e  Br e ye r ,  I  do 

wa nt  t o  c or r e c t  one  t hi ng.  You - - you i na dve r t e nt l y 

ke pt  s a yi ng t hi s  i s  a l l  or  s ubs t a nt i a l l y  a l l .  I t ' s  not  

a l l  or  s ubs t a nt i a l l y a l l .  I t ' s  a l l  or  a  s ubs t a nt i a l  

por t i on.  And a s  we  poi nt  out  i n ,  I  be l i e ve ,  pa ge  35 of  

our  br i e f ,  t he r e  a r e  - - i t  i s  a  c ommonpl a c e  l oc ut i on i n  

St a t e  s t a t ut e s  a nd pr oba bl y Fe de r a l  s t a t ut e s  t o  us e  a l l  

or  s ubs t a nt i a l l y a l l ,  whi c h i s  mor e  c l e a r l y  

qua nt i t a t i ve .  And t he  St a t e  s t a t ut e s ,  t he s e  a r e  of t e n 

c or por a t e  l a w s t a t ut e s  t ha t  t a l k  a bout  t he  s a l e  or  

a l i e na t i on of  a l l  or  s ubs t a nt i a l l y a l l  of  t he  a s s e t s .  

I n  t ha t  i ns t a nc e ,  t he  s t a ke  - - t he  c a s e s  we  

c i t e d a nd ma ny ot he r s  gi ve  " s ubs t a nt i a l l y  a l l "  a  

qua nt i t a t i ve  a s  we l l  a s  a  qua l i t a t i ve  i nt e r pr e t a t i on.  

J USTI CE BREYER:  I s  i t  a ga i ns t  t he  l a w?  

Whi c h I  don ' t  know.  I s  i t  a ga i ns t  t he  l a w f or  a  

pa t e nt hol de r  on pa t e nt  X,  whi c h ha s  19 i ngr e di e nt s ,  t o  

s e nd one  c ommonpl a c e  i ngr e di e nt  ove r  t o  Engl a nd a nd s a y,  

you know,  I  - - I  don ' t  mi nd.  He r e  - - he r e  i s  wha t  my 

pa t e nt ' s  on he r e ,  but  t he r e  i s  no Br i t i s h pa t e nt .  And I  
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woul d l ove  you t o  ma ke  t hi s  a nd s e l l  i t  i n  Br i t a i n.  I s  

t ha t  a ga i ns t  Ame r i c a n l a w?  

MR.  WAXMAN:  I t  i s  not  f or  t wo r e a s ons .  

One ,  wha t  - - wha t  you ha ve  t o s how unde r  271( f )  i s  t he  

a c t  of  a c t i ve  i nduc e me nt  t ha t  i s  - -

J USTI CE BREYER:  Wha t  - - wha t  he  doe s  i s  

j us t  a s  I  s a i d.  You know,  I  ha ve  a  gr e a t  i nve nt i on i n  

Ame r i c a .  I t ' s  pa t e nt e d.  

MR.  WAXMAN:  Oka y.  I  got  i t .  

J USTI CE BREYER:  I n Engl a nd,  i t ' s  not  

pa t e nt e d.  And wha t  I  r e a l l y  - - I  s e e  no r e a s on why you 

c a nnot  ma ke  my t hi ng ove r  t he r e  a nd s e l l  i t  ove r  t he r e .  

And he r e ,  by t he  wa y - - i t ' s  not  mi ne ,  you know.  I t ' s  

Mr .  Smi t h ' s ,  my c ompe t i t or ' s .  And - - a nd he r e ,  by t he  

wa y,  i s  t he  pa t e nt .  You s e e  wha t  i t  i s ,  a nd go a he a d.  

Se l l  i t  i n  Engl a nd.  I t ' s  not  pa t e nt e d t he r e .  Ca n you 

not  do t ha t ?  I s  t ha t  i l l e ga l ?  

MR.  WAXMAN:  So t he r e  you woul d a s k t he  

que s t i on whe t he r  t he  c ompone nt  or  t wo c ompone nt s  - -

J USTI CE BREYER:  I f  we  l e a ve  t he  c ompone nt  

out  of  i t .  The r e  a r e  no c ompone nt s .  Wha t  he  doe s  i s  he  

s e nds  hi m a  l i s t .  

MR.  WAXMAN:  Oka y.  Tha t  i s  - -

J USTI CE BREYER:  I s  t ha t  i l l e ga l ?  

MR.  WAXMAN:  - - not  i l l e ga l ,  be c a us e  i n  
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a ddi t i on t o  a c t i ve  i nduc e me nt ,  you a l s o ha ve  t o  s uppl y a  

s ubs t a nt i a l  por t i on of  t he  c ompone nt .  

J USTI CE BREYER:  Exa c t l y .  

MR.  WAXMAN:  Now,  a f t e r  t ha t  - -

J USTI CE BREYER:  So t he n t he  que s t i on 

be c ome s  one  of  wha t  l i mi t s  Congr e s s  wa nt e d t o  put  i n  a n 

a r e a  whe r e  i t  i s n ' t  i l l e ga l .  Now,  go a he a d wi t h your  

a r gume nt ,  be c a us e  wha t  t he y ' r e  s a yi ng - -

MR.  WAXMAN:  So i f  t he  - -

J USTI CE BREYER:  Ye a h.  Ye a h.  

MR.  WAXMAN:  Sor r y.  

I f  t he  c ompone nt  i s  - - l e t  me  us e  t wo 

e xa mpl e s :  One ,  I ' l l  a dopt  J us t i c e  Al i t o ' s  hypot he t i c a l .  

Le t ' s  a s s ume  t ha t  you ha ve  a  pa t e nt e d pha r ma c e ut i c a l ,  a  

t a bl e t  t ha t ,  you know,  r e me di a t e s  a  di s e a s e .  I t  ha s  - -

a s  i s  c ommonpl a c e  i n t he s e  c ombi na t i ons ,  i t  ha s  one  

a c t i ve  i ngr e di e nt ,  a nd i t  ha s  f i ve  i ne r t  i ngr e di e nt s  

t ha t  a r e  a s  e a s y t o  pi c k up a s  you c a n i ma gi ne .  

The  t hi ng t ha t  i s  e xpor t e d - - t he  - - t he  - -

t he  f a c t or y ove r s e a s ,  whi c h by t he  wa y i s  ne ve r  l i a bl e  

unde r  t he  s t a t ut e  be c a us e  t he  s t a t ut e  onl y a ppl i e s  t o  

c onduc t  i n  t he  Uni t e d St a t e s ,  t he y - - t he y ' r e  ha ppy t o  

go down t o t he i r  l oc a l  wa r e hous e  a nd ge t  t he  - - t he  f i ve  

i ne r t  i ngr e di e nt s .  

But  t he  - - t he  - - t he  mol e c ul e  t ha t  doe s  a l l  
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t he  wor k,  t he y i mpor t  f r om t he  Uni t e d St a t e s .  

Now,  my f r i e nds  on t he  ot he r  s i de  woul d s a y,  

a nd I  be l i e ve  Mr .  Tr i pp a c t ua l l y  di d s a y,  i f  t ha t  

mol e c ul e  ha s  no non- i nf r i ngi ng us e s ,  i t ' s  i l l e ga l .  But  

i f  i t ' s  s uc h a  gr e a t  mol e c ul e  t ha t  i t  a c t ua l l y  ha s  

a not he r  non- i nf r i ngi ng us e ,  s a y i t  a l s o powe r s  t he  

i nj e c t a bl e  f or m of  t he  pha r ma c e ut i c a l ,  whi c h i s  not  

pa t e nt e d,  t ha t  wha t  Congr e s s  i nt e nde d t o do wa s  l e a ve  

t hi s  gi a nt  doughnut  hol e  i n  t he  r ul e  be t we e n t he  a c t i ve  

i nduc e me nt  of  a  c ommodi t y,  t ha t  i s ,  non- be s poke  

c ompone nt .  

You ha ve  t o  - - you know,  t he r e ' s  no 

l i a bi l i t y  a t  a l l .  You ha ve  t o  s uppl y a l l  or  ne a r l y a l l  

of  t hos e  i ne r t  c ompone nt s ,  or  you ha ve  t o  s how t ha t ,  you 

know,  t he r e ,  i n  f a c t ,  i s  a  pa t e nt  on t he  i nj e c t a bl e  

f or m.  

Or  t a ke  a l s o t he  e xa mpl e  t ha t  wa s  a t  i s s ue  

i n  t hi s  Cour t ' s  de c i s i on i n  Qua nt a  Comput e r .  J us t i c e  

Thoma s  e xpl a i ne d f or  t he  Cour t  t ha t  t ha t  wa s  a  c a s e  t ha t  

i nvol ve d t he  pa t e nt  e xha us t i on doc t r i ne  whe r e  I nt e l  wa s  

s uppl yi ng a  ve r y s ophi s t i c a t e d mi c r oc hi p,  mi c r opr oc e s s or  

t ha t  wa s  us e d by Qua nt a  Comput e r  i n  a  c omput e r  t ha t  ha d,  

you know,  ga z i l l i on ot he r  c ompone nt s .  

And t he  que s t i on wa s  whe t he r  I nt e l ' s  s a l e  of  

t he  mi c r opr oc e s s or  t o  LGE,  whi c h t he n s ol d i t  t o  Qua nt a ,  
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e xha us t e d t he  pa t e nt .  And wha t  t hi s  Cour t  s a i d i s ,  

we l l ,  i t  d i dn ' t  e xha us t  t he  pa t e nt  on t he  c ombi na t i on,  

be c a us e ,  obvi ous l y,  i t ' s  onl y one  or  t wo c ompone nt s .  

But  be c a us e  t ha t  mi c r oc hi p - - t ha t  

mi c r opr oc e s s or  e mbodi e d t he  - - wha t  i t  s a i d wa s  t he  

i nve nt i ve  a s pe c t  of  t he  c omput e r  a s  a  whol e ,  we  a r e  

goi ng t o  t a ke  a c c ount  of  t ha t  a nd hol d t ha t  pa t e nt  

e xha us t i on a ppl i e s .  And t ha t  woul d a ppl y not  onl y t o  my 

pha r ma c e ut i c a l  e xa mpl e  or  J us t i c e  Al i t o ' s ,  you know,  one  

s upe r  i mpor t a nt  c ompone nt ,  i t  woul d a ppl y t o  a  mor e  - -

you know,  t he  Qua nt a  e xa mpl e  whe r e  t he r e  ma y be  - - s a y 

t he r e  a r e  20 c ompone nt s ,  but  t hr e e  of  t he m c ons t i t ut e  

t he  i nve nt i ve  a s pe c t .  

Thi s  - - t he  l a ngua ge  i s  c a pa c i ous  e nough a nd 

c a n be  r e a d i n  a  c ommons e ns e  wa y t o  ma ke  c l e a r  t ha t  t ha t  

i s  wha t  Congr e s s  i nt e nde d t o  a ddr e s s  i n  ( f ) ( 1)  by 

e na c t i ng - - pr ovi de d t he r e  i s  a c t i ve  e nc our a ge me nt  f or  

t he  c ombi na t i on,  by e na c t i ng t he  a na l og,  t he  - - t he  ( f )  

a na l og t o  wha t  i s  a c t i ve  i nduc e me nt  unde r  ( b) .  

J USTI CE GI NSBURG:  So how do you de c i de  - -

he r e  t he r e  a r e  f i ve .  

MR.  WAXMAN:  Ye a h.  

J USTI CE GI NSBURG:  And onl y one  i s  

ma nuf a c t ur e d i n  t he  Uni t e d St a t e s .  

MR.  WAXMAN:  So - -
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J USTI CE GI NSBURG:  Unde r  your  t e s t ,  whe r e  

t he r e  a r e  f i ve ,  a nd l e t ' s  a s s ume  t ha t  e a c h one  i s  

ne c e s s a r y t o  t he  ope r a t i on of  t he  pa t e nt e d de vi c e ,  how 

do you de c i de  i f  one  i s  s ubs t a nt i a l ,  one  out  of  f i ve ?  

MR.  WAXMAN:  I  - - I ' m goi ng t o  a ns we r  your  

que s t i on,  but  f i r s t  of  a l l ,  l e t  me  s i mpl y c or r e c t  a  

c oupl e  of  s t a t e me nt s  by my f r i e nd,  I  t hi nk i n  r e s pons e  

t o  your  e a r l i e r  que s t i on,  J us t i c e  Gi ns bur g.  

The  e vi de nc e  i n  t hi s  c a s e  wa s  t ha t  a s  t o 

300- pl us  mi l l i on of  t he  700 mi l l i on i n s a l e s ,  t wo 

c ompone nt s  we r e  s uppl i e d.  The r e  wa s  a  - - t he r e  wa s  a  

c onc e s s i on a t  t r i a l  t ha t  bot h pr i me r s  a nd t he  Ta q 

pol yme r a s e  we r e  s uppl i e d f or  a l mos t  ha l f  of  t he  ki t s .  

Se c ond of  a l l ,  Ta q pol yme r a s e ,  

not wi t hs t a ndi ng my f r i e nd ' s  r e f e r e nc e  t o  wha t  he  f ound 

on t he  I nt e r ne t ,  t he  t e s t i mony a t  t r i a l  i s  t ha t  t he  Ta q 

pol yme r a s e  t ha t  i s  ne c e s s a r y t o  ma ke  t he s e  STR ki t s  

s uf f i c i e nt l y r e l i a bl e  t o  be  c omme r c i a l l y  s a l a bl e  wa s  - -

a nd t he r e  wa s  t e s t i mony a bout  t hi s  a t  t r i a l  - - wa s  a  

f or m of  ve r y pa r t i c ul a r  Ta q pol yme r a s e  ma de  by Roc he  

c a l l e d Ampl i Gol d Pl us ,  whi c h i s  a  pa r t i c ul a r  f or m,  a nd 

wa s  r e qui r e d,  a nd t he  t e s t i mony a t  t r i a l  wa s ,  wa s  

ma nuf a c t ur e d by Roc he ,  Pr ome ga ,  a nd Li f e  onl y i n  t he  

Uni t e d St a t e s .  Thi s  i s  not  your  Ama z on. c om Ta q t ha t ' s  

now a va i l a bl e .  
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Now,  a s  t o  your  que s t i on,  J us t i c e  Gi ns bur g,  

t he  que s t i on of  whe t he r  i n  t hi s  c a s e ,  whe t he r  i t  wa s  

s t i pul a t e d - - i t  wa s  c onc e de d t he r e  we r e  f i ve  

c ompone nt s ,  a l t hough I  mus t  s a y I ' m not  s ur e  t ha t ' s  

r i ght ,  t ha t  of  t he  f i ve  c ompone nt s ,  one  or  t wo we r e  

e xpor t e d.  

And a s  - - a nd t he  que s t i on i s  how do you 

know whe t he r  t ha t  one  or  t wo i s  s uf f i c i e nt ?  Tha t  wa s  

a ddr e s s e d a s  a  f a c t ua l  que s t i on by t he  j ur y,  a nd - -

J USTI CE GI NSBURG:  And wha t  we r e  t he  

i ns t r uc t i ons ?  

MR.  WAXMAN:  Exc us e  me ?  

J USTI CE GI NSBURG:  How - - how i n t he  wor l d 

woul d a  j ur y go a bout  de c i di ng t ha t ?  

MR.  WAXMAN:  We l l ,  i t ' s  i nt e r e s t i ng i n  t hi s  

c a s e  be c a us e  f or  ot he r  r e a s ons ,  Li f e  Te c hnol ogi e s  a t  

ot he r  poi nt s  of  t he  t r i a l  wa nt e d t o  e mpha s i z e  j us t  how 

i mpor t a nt  a nd uni que  t hi s  f or m of  Ta q wa s .  I t  di dn ' t  

a c t ua l l y  a r gue  t o  t he  j ur y t ha t  i t  wa s n ' t  a  s ubs t a nt i a l  

por t i on.  Our  l a wye r s  a r gue d i n  t he i r  - - i n  t he i r  

i ni t i a l  c l os i ng a nd on r e but t a l ,  l ook,  t he s e  ki t s  a l l  

ha d Ta q pol yme r a s e .  Tha t  i s  a  s ubs t a nt i a l  c ompone nt .  

The r e  wa s  no r e que s t  t ha t  t he  j ur y be  

i ns t r uc t e d a s  t o how you de t e r mi ne  wha t  i s  or  i s n ' t  

s ubs t a nt i a l ,  a nd t he  wa y t he  Fe de r a l  Ci r c ui t  - - t he  
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que s t i on f or  t he  Fe de r a l  Ci r c ui t  wa s ,  you know,  i s  one  

s uf f i c i e nt  or  i s  t wo s uf f i c i e nt ?  

J USTI CE SOTOMAYOR:  Le t ' s  a s s ume  t he  - -

MR.  WAXMAN:  I f  I  c oul d j us t  f i ni s h my 

s e nt e nc e ,  a nd t he n I ' l l  - -

J USTI CE SOTOMAYOR:  Sur e .  

MR.  WAXMAN:  The  Fe de r a l  Ci r c ui t  de a l t  wi t h 

t hi s  a s  a  s ubs t a nt i a l  e vi de nc e  que s t i on.  The y we r e n ' t  

hol di ng t ha t  one  i s  s uf f i c i e nt  i n  t hi s  c a s e .  The y a s ke d 

whe t he r  t he r e  wa s  s uf f i c i e nt  e vi de nc e  t o  go t o  t he  j ur y,  

a nd t he y c onc l ude d t ha t  t he  a ns we r  wa s  ye s ,  be c a us e  a l l  

of  t he  t e s t i mony - - a nd t he r e  we r e  da ys  of  t e s t i mony 

a bout  how pol yme r a s e  wor ks  a nd t he  pol yme r a s e  c ha i n 

r e a c t i on.  Al l  of  t he  t e s t i mony f r om our  wi t ne s s e s  a nd 

t he i r  wi t ne s s e s  e mpha s i z e d j us t  how i mpor t a nt  Ta q 

pol yme r a s e  wa s .  So I  t hi nk i t ' s  s ubs t a nt i a l  - -

CHI EF J USTI CE ROBERTS:  I  t hi nk you ' ve  

f i ni s he d - - I  t hi nk you' ve  f i ni s he d your  s e nt e nc e .  

So - -

( La ught e r . )  

MR.  WAXMAN:  Tha nk you ve r y muc h.  

J us t i c e  Sot oma yor ?  

J USTI CE SOTOMAYOR:  I t  s e e ms  t o me  t ha t  wha t  

you - - you a ppe a r  t o  be  s a yi ng i s  s t i l l  not  a ns we r i ng 

your  a dve r s a r y ' s  pos i t i on.  
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I f  t he r e  a r e ,  a s  I  unde r s t ood t he  e xpe r t  

t e s t i mony f r om t he  br i e f i ng - - a nd I  c oul d be  wr ong,  a nd 

you' l l  c or r e c t  me  on t ha t  - - but  a s s ume  my hypot he t i c a l ,  

t ha t  t he r e  a r e  t hr e e  s ubs t a nt i a l  c ompone nt s  i n  t hi s  

i nve nt i on.  How i s  one  a  s ubs t a nt i a l  numbe r  of  t hos e  

t hr e e  s ubs t a nt i a l  one s ?  Be c a us e  unl e s s  you c a n e xpl a i n 

t ha t ,  I  don ' t  know how t o gi ve  me a ni ng t o " a l l  or  

s ubs t a nt i a l l y  a l l "  t he  c ompone nt s .  

And - - a nd I  do f i nd t he  gove r nme nt ' s  

a r gume nt  t ha t  i t ' s  ha r d t o  s a y t ha t  " s ubs t a nt i a l "  me a ns  

j us t  s ome t hi ng t ha t ' s  c r i t i c a l  t o  t he  i nve nt i on.  Eve r y 

s t e p i s  c r i t i c a l  t o  a n i nve nt i on.  You t a ke  out  t he  

s t e p,  t he  i nve nt i on doe s n' t  wor k.  

MR.  WAXMAN:  So i t ' s  not  pa r t  of  our  

a r gume nt ,  a nd we  don' t  t hi nk i t ' s  a  f a i r  r e a di ng of  t he  

Fe de r a l  Ci r c ui t ' s  de c i s i on,  t ha t  s a ys ,  l ook,  i f  t he  

t hi ng won' t  wor k wi t hout  a  c ompone nt ,  i t ' s  a  s ubs t a nt i a l  

por t i on of  t he  c ompone nt .  Tha t  i s  a  c a r i c a t ur e  of  wha t  

t he  Cour t  de c i de d.  

The  Cour t ,  a s  I  s a i d,  wa s  e nga gi ng i n  

s ubs t a nt i a l  - - de f e r e nt i a l  s ubs t a nt i a l  e vi de nc e  r e vi e w.  

I t  r e c ount e d t he  f a c t  t ha t  bot h t he i r  wi t ne s s e s  a nd our  

wi t ne s s e s  unde r s c or e d how i mpor t a nt  Ta q wa s .  I t  d i dn ' t  

c a t a l ogue  t he  pa ge s  a nd pa ge s  of  t e s t i mony e xpl a i ni ng 

why t ha t ' s  t he  c a s e .  

Alderson Reporting Company 



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

45 

Official - Subject to Final Review 

I f  you ' r e  a s ki ng me  t he  hypot he t i c a l  

que s t i on,  i f  a l l  t he  j ur y he a r d wa s  - - a nd he a r d - - t he  

j ur y he a r d not hi ng mor e  t ha n,  t he r e  a r e  f i ve  c ompone nt s  

a nd t hr e e  a r e  i mpor t a nt ,  woul d t ha t  be  s uf f i c i e nt  f or  a  

j ur y t o i nc l ude  - - t o c onc l ude  t ha t  one  wa s  a  

s ubs t a nt i a l  c ompone nt ?  I  woul dn' t  s a y s o.  

But  t ha t ' s  a  c a r i c a t ur e  of  wha t  a c t ua l l y 

ha ppe ne d i n a n e i ght - da y t r i a l  t ha t  wa s  ve r y muc h 

f oc us e d on Ta q pol yme r a s e  a nd t he  pa r t i c ul a r  f or m of  Ta q 

t ha t  wa s  s uppl i e d he r e ,  a nd s o t hi s  Cour t  c oul d,  i f  t hi s  

Cour t  a gr e e s  wi t h us  t ha t  t he r e  ma y be  c i r c ums t a nc e s  - -

ma ybe  i t ' s  t he  Qua nt a  e xa mpl e ,  or  ma ybe  i t ' s  J us t i c e  

Al i t o ' s  e xa mpl e  - - i n whi c h one  c ompone nt  c ons t i t ut e s  

a  - - c oul d c ons t i t ut e  a  s ubs t a nt i a l  por t i on,  a nd 

t he r e f or e  l i a bi l i t y  woul d a ppl y i f  t he r e  we r e  c onduc t  

t ha t  a mount e d t o  a c t i ve  i nduc e me nt ,  t hi s  Cour t  c oul d 

t he n s a y,  oka y,  we  a r e  goi ng t o  r ol l  up our  s l e e ve s  a nd 

we  a r e  goi ng t o  r e a d t he  t r i a l  t r a ns c r i pt  a nd we  a r e  

goi ng t o  l ook a t  wha t  t he  e vi de nc e  wa s  i n  or de r  t o  

de t e r mi ne  whe t he r ,  on t he  c a s e  a s  i t  wa s  t r i e d he r e ,  a  

r e a s ona bl e  j ur or  c oul d f i nd t ha t  Ta q pol yme r a s e  wa s  t ha t  

i mpor t a nt .  

J USTI CE ALI TO:  We l l ,  i n  or de r  t o  do t ha t ,  

i t  woul d be  ne c e s s a r y t o  know wha t  " a  s ubs t a nt i a l  

por t i on of  t he  c ompone nt s "  me a ns .  
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So wha t  woul d you t e l l  a  j ur y t ha t  me a ns ?  

MR.  WAXMAN:  So I  woul d t e l l  a  j ur y,  you 

know,  f ol l owi ng t he  di c t i ona r y de f i ni t i ons ,  t ha t  

" s ubs t a nt i a l "  me a ns  c ons i de r a bl e  i n  i mpor t a nc e  a nd/ or  

a mount .  And t he n,  you know,  t he  j ur y wi l l  - - a nd you 

ma y c ons i de r ,  you know,  wha t e ve r  f a c t or s  a r e  i nt r oduc e d 

i n  t he  c a s e ,  j us t  a s  whe n - - a s  t hi s  Cour t  ha s  

e xpl a i ne d,  whe n j ur i e s  ha ve  t o  de c i de  t hi ngs  l i ke ,  j us t  

a dve r t i ng t o your  opi ni on a nnounc e d t oda y,  wha t  i s  

ma t e r i a l i t y?  

I n Ba s i c  v .  Le vi ns on,  t hi s  Cour t  r e j e c t e d 

t he  a dvoc a c y t ha t  you ' ve  got  t o  t e l l  t he  j ur y a  l ot  of  

pr i ma r y c onduc t  de pe nds  on wha t  ma t e r i a l i t y  me a ns ,  a nd 

wha t  t hi s  Cour t  s a i d i s ,  t he  c ont our s  of  t ha t  wi l l  be  

e xpl i c a t e d ba s e d on t he  f a c t s  of  t he  c a s e  a nd c a s e  l a w 

a s  i t  de ve l ops .  And i n  t he  pa t e nt  c ont e xt ,  t hi s  Cour t  

ha s  be e n - - I  woul dn ' t  s a y s i ngl e - mi nde d,  but  ve r y 

a c t i ve  i n  ma ki ng - - i n  r e j e c t i ng f or mul a t i ons  t ha t ,  you 

know,  he l p t he  j ur y de t e r mi ne  wha t  i s  obvi ous  i n  l i ght  

of  pr i or  a r t .  Tha t  wa s  KSR.  Wha t  i s  e qui va l e nt  - -

s ubs t a nt i a l  e qui va l e nt  unde r  t he  doc t r i ne  of  e qui va l e nc e  

i n  Wa r ne r - J e nki ns on?  

The s e  a r e  a l l  i ns t a nc e s  i n  whi c h t hi s  Cour t  

s a i d t he  j ur y i s  gi ve n t he  s t a nda r d,  a nd i t  t he n a ppl i e s  

t he  f a c t s  a nd c i r c ums t a nc e s  t o  de t e r mi ne  i t ' s  me t ,  j us t  
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a s  i t  doe s  i n  ne gl i ge nc e  c a s e s  a nd i n  c r i mi na l  l a w c a s e s  

a nd ma ny ot he r  c ont e xt s  i n  whi c h pr i ma r y c onduc t  i s  

be i ng a dj us t e d.  

He r e ,  t he  - - t he  - - t hi s  pa r a de  of  hor r i bl e s  

t ha t ,  ge e ,  a nybody who s uppl i e s  a  c ompone nt  f r om t he  

Uni t e d St a t e s  c oul d be  l i a bl e  i f  t he y a r e  i n  t he  s uppl y 

c ha i n i s  - - i s  ma ni f e s t l y i nc or r e c t .  

The y ha ve  t o  - - t he y ha ve  t o ,  numbe r  one ,  

know t ha t  t he r e  i s  a  pa t e nt .  The y ha ve  t o  know t ha t  t he  

pr oduc t  i s  goi ng t o  be  c ombi ne d wi t h ot he r s .  The y ha ve  

t o  know t ha t  t he  c ombi na t i on,  i f  pr a c t i c e d i n  t he  Uni t e d 

St a t e s ,  woul d i nf r i nge .  

J USTI CE KENNEDY:  Do t he y ha ve  t o f i gur e  - -

MR.  WAXMAN:  The y ha ve  t o  go be yond t ha t  a nd 

a c t i ve l y e nc our a ge ,  s e nd i ns t r uc t i ons  or  bl ue pr i nt s  or  

s ome t hi ng,  i n  or de r  t o  do i t ,  a nd a  j ur y,  pr ope r l y 

i ns t r uc t e d,  ba s e d on t he  e vi de nc e ,  ha s  t o  a s c e r t a i n,  

ge e ,  t hi s  r e a l l y i s  a  s ubs t a nt i a l  por t i on.  

J USTI CE KENNEDY:  We l l ,  t ha t  - - t ha t  - -

MR.  WAXMAN:  Thi s  i s  t he  mol e c ul e .  

J USTI CE KENNEDY:  Tha t  - - t ha t  - - t ha t  

s ounds  t o  me  muc h mor e  l i ke  ( f ) ( 2)  t ha n ( f ) ( 1) ,  but  

I ' l l  - - I ' l l  - - I ' l l  l ook a t  t ha t .  

The  - - t he  - - t he  br i e f  by Agi l e nt  

Te c hnol ogi e s  wa s  i ns t r uc t i ve  f or  me  a s  t o  how mode r n 
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s uppl y c ha i ns  wor k.  The y s a y i t ' s  ve r y c ompl e x.  The y 

s hi p out  hundr e ds  of  di f f e r e nt  t hi ngs .  And t ha t  s e e ms  

t o  me  t o  gi ve  s ome  he l p t o  t he  Pe t i t i one r ,  be c a us e  i t  

s hows  t ha t  a  qua nt i t a t i ve  t e s t  i s  s i mpl y a  good ba s e l i ne  

t o  be gi n wi t h,  a nd t he  mor e  e gr e gi ous  c a s e s ,  i t  s e e ms  t o 

me ,  a r e  unde r  ( f ) ( 2)  a nywa y.  

I f  we  ha ve  - - i f  we  c a n t hi nk of  hor r or  

s t or i e s ,  t he y a r e  mos t l y  c ove r e d by ( f ) ( 2) ,  a r e n ' t  t he y?  

MR.  WAXMAN:  I  - - I  don ' t  t hi nk s o,  J us t i c e  

Ke nne dy.  I  - - I  - - I  gue s s  I ' d  ma ke  t wo poi nt s  wi t h 

r e s pe c t  t o  t he  s uppl y c ha i n.  

The  l i a bi l i t y  i n  t hi s  - - t hi s  i s  - - t hi s  i s  

a  pr ovi s i on mode l e d on 271( b) .  I t  a l s o i nc l ude s  t he  

r e qui r e me nt  of  t he  dome s t i c  s uppl y of  a  por t i on of  t he  

c ompone nt s .  But  t he  s a uc e  he r e ,  whe r e  t he  r ubbe r  me e t s  

t he  r oa d,  i s  t ha t  t he  - - t he  - - t he  t or t i ous  c onduc t  i s  

t he  a c t i ve  - - a c t i ve  i nduc e me nt ,  a nd s ome body who wa s  

s i mpl y r e s pondi ng t o a n or de r  f or  s uppl i e s  i s  i n  no wa y 

a t  r i s k i n  t hi s  c a s e .  

The  r e a s on t ha t  ( f ) ( 2)  doe s n ' t  r e a l l y  s ol ve  

t he  pr obl e m i s ,  a ga i n,  I  t hi nk poi nt e d out  by J us t i c e  

Al i t o ' s  que s t i on.  You c a n ha ve  a  mol e c ul e  t ha t  ha s  - -

t ha t  doe s  a l l  t he  t he r a pe ut i c  wor k i n  t he  wor l d,  a nd you 

ge t  - - a nd i t  i s  pr ot e c t e d a ga i ns t  c i r c umve nt i on onl y i f  

i t  ha s  no s ubs t a nt i a l  non- i nf r i ngi ng us e s .  
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Ma ny of  t he  mos t  i mpor t a nt ,  i nnova t i ve ,  

i nve nt i ve  c ompone nt s  a c t ua l l y a r e  t e r r i f i c  be c a us e  t he y 

ha ve  t wo us e s .  I n  my hypot he t i c a l ,  i t  ha s  a  us e  f or  a n 

i nj e c t a bl e  f or m of  t he  dr ug whi c h i s  not  pa t e nt e d.  I t  

i s  not  r e a s ona bl e  t o  a s s ume  t ha t  t he  Congr e s s  t ha t  - - I  

wa s  goi ng t o ma ke  a  r e f e r e nc e  t o  t he  e xc ha nge  i n  t he  

l e gi s l a t i ve  hi s t or y,  but  t he  Congr e s s  - -

( La ught e r . )  

MR.  WAXMAN:  - - t ha t  r e s ponde d t o  t he  

gove r nme nt ' s  s ugge s t i on l i ke ,  l e t ' s  j us t  ha ve  ( f ) ( 2) ,  

a nd s a i d,  we l l ,  we  ne e d - - we  ne e d ( f ) ( 1) ,  t oo.  Tha t  

i s ,  we  - - we  ne e d t he  a na l og not  j us t  t o  c ont r i but or y 

i nf r i nge me nt ,  but  t o  i nduc e d i nf r i nge me nt ,  t ha t  t he y 

woul d ha ve  s e e n t he s e  t wo c ompone nt s  a s  s o f a r  a pa r t  

t ha t  t he i r  ge a r s  ne ve r  me s h,  whe n,  a s  t hi s  Cour t  ha s  

s a i d,  i t  i s  a  c ommonpl a c e  t ha t  t he r e  i s  ove r l a p be t we e n 

270 - - be t we e n c ont r i but or y a nd i nduc e d i nf r i nge me nt .  

I t ' s  not  a  c ompl e t e  - -

J USTI CE GI NSBURG:  I f  you ne e d - - you ne e d 

( f ) ( 1)  t o  - - t o  - - t o ove r t ur n De e ps out h.  

MR.  WAXMAN:  Oh,  no,  no,  not  a t  a l l .  Not  a t  

a l l .  

Wha t  De e ps out h s a i d i s ,  t he  pa t e nt  i s  on t he  

c ombi na t i on.  I f  t he  c ombi na t i on oc c ur s  ove r s e a s ,  t he r e  

i s  no i nf r i nge me nt .  The r e ' s  no 271( a )  l i a bi l i t y  a br oa d.  
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Congr e s s  di dn ' t  t ouc h t ha t .  

Wha t  i t  s a i d  wa s ,  oka y,  271( a )  i s  di r e c t  

i nf r i nge me nt ;  271( b)  a nd ( c )  a r e  wha t  we  c a l l  s e c onda r y 

i nf r i nge me nt .  I t  ma ke s  s ome body l i a bl e  e ve n i f  t he y 

we r e n ' t  i nf r i ngi ng,  a nd be c a us e  t he  c ombi na t i on ove r s e a s  

doe s n ' t  i nf r i nge  t he  U. S.  pa t e nt ,  we  a r e  goi ng t o  e na c t  

t he s e  t wo pr ovi s i ons  t ha t  a ddr e s s  onl y U. S.  c onduc t .  

The  - - t he  t or t  of  271( f ) ( 1)  - -

J USTI CE BREYER:  Tha t ' s  U. S.  c onduc t ,  but  

you r e a d t he  br i e f  of  t he  Ge r ma n c ompa ni e s ,  a nd t he y 

s a i d i t ' s  a  f a i r l y  c ommon t hi ng.  We ' ve  be e n ma ki ng 

pr oduc t  X f or e ve r ,  a nd now we  i nve s t  i n  a n Ame r i c a n 

c ompa ny,  a nd l o  a nd be hol d,  we  j us t  wa nt  t o  i mpor t  s ome  

wood.  You know,  j us t  s ome  wood,  a nd - - a nd - - a nd we  

c a n' t  do i t ,  be c a us e  we ' l l  be  ha d up unde r  t hi s ,  be c a us e  

wood i s  a n i mpor t a nt  - - s ome  ki nd of  - - i s  - - 30 pe r c e nt  

of  s ome  ki nd of  a  pa t e nt e d t hi ng t ha t  we ' ve  be e n ma ki ng 

f or  ye a r s .  

MR.  WAXMAN:  J us t i c e  Br e ye r  - -

J USTI CE BREYER:  So t he y a r e  wor r i e d a bout  

i t ,  i n  ot he r  wor ds .  

MR.  WAXMAN:  I  - - I  t hi nk t ha t  I  - - I  - - I  

don ' t  t hi nk t ha t  t he i r  wor r y i s  va l i da t e d by a  c or r e c t  

unde r s t a ndi ng of  t he  s t a t ut e .  The i r  - - t he i r  c onc e r n 

ma ke s  no me nt i on of  t he  r e qui r e me nt  t ha t  t he  U. S.  
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ma nuf a c t ur e r  a c t  - - not  s e nd wood,  but  s e nd a  

s ubs t a nt i a l  por t i on of  t he  c ompone nt s ,  whi c h woul dn ' t  be  

wood or  s a l i ne  s ol ut i on or  s ome t hi ng l i ke  t ha t ,  a nd,  

i mpor t a nt l y ,  ha s  t o  t a ke  t he  a ddi t i ona l  s t e ps  of  

a c t i ve l y i nduc i ng.  

And i n  Gr oks t e r ,  t hi s  Cour t ,  whe n i t  wa s  

unde r s c or i ng wha t  " a c t i ve  i nduc e me nt "  me a ns ,  s a i d,  

quot e ,  " Showi ng t ha t  t he  i nf r i nge me nt  wa s  e nc our a ge d 

ove r c ome s  t he  l a w' s  r e l uc t a nc e  t o  f i nd l i a bi l i t y  whe n a  

de f e nda nt  me r e l y s e l l s  a  c omme r c i a l  pr oduc t  s ui t a bl e  f or  

s ome  unl a wf ul  us e . "  

And t ha t  i s  - - t ha t ' s  t he  poi nt .  The  poi nt  

he r e  i s  t ha t  we ' r e  t a l ki ng a bout  c onduc t  t ha t  oc c ur s  

onl y i n t he  Uni t e d St a t e s  t ha t  mus t  r e qui r e  - - t ha t  mus t  

i nc l ude  t he  a c t  of  a c t i ve  i nduc e me nt ,  s pe c i f i c  i nt e nt  

a nd knowl e dge ,  a nd a  c ompone nt  or  c ompone nt s  t ha t  

c ons t i t ut e  a  s ubs t a nt i a l  por t i on of  t he  c ompone nt s  of  

t he  i nve nt i on.  And - -

J USTI CE SOTOMAYOR:  Mr .  Wa xma n - -

MR.  WAXMAN:  - - t he  not i on - - I ' m - -

J USTI CE SOTOMAYOR:  - - i f  Li f e  Te c hnol ogi e s  

s ol d t hi s  pol yme r  t o a not he r  c ompa ny t ha t  i t  ha dn ' t  ha d 

a  r e l a t i ons hi p wi t h,  woul d t ha t  ot he r  c ompa ny be  

c ons i de r e d t o  be  i nf r i ngi ng?  

MR.  WAXMAN:  No.  No.  I  me a n,  unl e s s  - -
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whe n you s a y " Li f e "  - - i n ot he r  wor ds ,  i f  - -

J USTI CE SOTOMAYOR:  Thi s  c ompa ny - -

MR.  WAXMAN:  - - f r om t he  Uni t e d St a t e s  - -

J USTI CE SOTOMAYOR:  Any ot he r  c ompa ny but  

Li f e  Te c hnol ogi e s  c oul d ha ve  t a ke n t hi s  e xpi r e d pa t e nt  

i n  Engl a nd a nd br ought  a l l  of  t he s e  - - t hi s  c ompone nt ,  

t hi s  pol yme r ,  f r om t he  Uni t e d St a t e s ,  a nd i t  woul dn' t  be  

l i a bl e ?  Wha t  woul d - -

MR.  WAXMAN:  The  i mpor t a t i on of  t he  - - ma y I  

f i ni s h?  

CHI EF J USTI CE ROBERTS:  Sur e .  

MR.  WAXMAN:  The  i mpor t a t i on of  t he  pol yme r  

i s  not  r e a c he d.  A f or e i gn - - a  f or e i gn a s s e mbl e r  who 

i mpor t s  s ome t hi ng f r om t he  Uni t e d St a t e s  i s  not  t ouc he d 

by a  pr ovi s i on t ha t  - - t ha t  l ooks  a t  a nd a ddr e s s e s  onl y 

U. S.  c onduc t .  

CHI EF J USTI CE ROBERTS:  Tha nk you,  c ouns e l .  

Four  mi nut e s ,  Mr .  Phi l l i ps .  

REBUTTAL ARGUMENT OF CARTER G.  PHI LLI PS 

ON BEHALF OF THE PETI TI ONERS 

MR.  PHI LLI PS:  Tha nk you,  Mr .  Chi e f  J us t i c e .  

I  don ' t  i n t e nd t o us e  a l l  f our  mi nut e s .  

Fi r s t  of  a l l ,  wha t  I  wa nt  t o  r e s pond t o  i s ,  

you know,  my f r i e nd ha s  s pe nt  a  l ot  of  t i me  t a l ki ng 

a bout  a c t i ve  i nduc e me nt  a nd t he  me ns  r e a  e l e me nt s  of  
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271.  And I  unde r s t a nd t ha t ,  a nd t ha t ' s  c e r t a i nl y a  

s i gni f i c a nt  pr ot e c t i on.  

But  Congr e s s  di d not  t a ke  271( b)  a nd ( c )  a nd 

s i mpl y a ppl y t he m i n t he  ( f ) ( 1)  c ont e xt  or  t he  ( f ) ( 2)  

c ont e xt .  Wha t  i t  s a i d  i s ,  t he r e  ha s  t o  be  a  s ubs t a nt i a l  

por t i on,  a l l  or  a  s ubs t a nt i a l  por t i on.  And t ha t ' s  a  

f unda me nt a l l y  s i gni f i c a nt  i nde pe nde nt  r e qui r e me nt  t ha t  

c a nnot  be  s a t i s f i e d i n  a  s i t ua t i on whe r e  you ' r e  t a l ki ng 

a bout  a  s i ngl e  c ompone nt .  

J us t i c e  Sot oma yor ,  I  j us t  wa nt e d t o  r e s pond 

t o  your  - - you know,  t he  t hr e e  t ha t  a r e  ma j or ,  i t ' s  

i mpor t a nt  t o r e c ogni z e  t ha t  t wo of  t hos e  a r e  c l e a r l y  not  

c omi ng f r om t he  Uni t e d St a t e s .  So I  go ba c k t o t he  

poi nt  you ma de  l a t e r ,  whi c h i s ,  i f  t he r e  a r e  t hr e e  ma j or  

c ompone nt s ,  how c a n one  of  t he m be  t he  s ubs t a nt i a l  one ?  

I  t hi nk t he  a ns we r  i s ,  i t  c a nnot  be  unde r  t hos e  

c i r c ums t a nc e s .  

J us t i c e  Ke nne dy,  you a s ke d t he  que s t i on 

a bout ,  you know,  wha t  a r e  we  s uppos e d t o  do i n  t he s e  

c i r c ums t a nc e s  a s  - - you know,  wi t h s uppl y c ha i ns ?  And 

t he  a ns we r  i s  - - you know,  t he  a ns we r  t ha t  my c ol l e a gue  

ga ve  you wa s  one  t ha t  ba s i c a l l y  s a ys ,  t hi s  i s  a  r e c i pe  

f or  t he  t r ol l s  of  t he  wor l d t o  go a nd c ha s e  down e ve r y 

s uppl y oppor t uni t y .  And do wha t ?  Se nd t he m not i c e  t ha t  

wha t  you ' r e  s e ndi ng i s  a  s t a pl e  a r t i c l e  t ha t ' s  a  ma j or  

Alderson Reporting Company 



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

54 

Official - Subject to Final Review 

c ompone nt  of  a  pi e c e  t ha t ' s  i n  t he  pa t e nt ,  a nd t ha t  i f  

you s e nd - - ke e p s e ndi ng t ha t ,  you ' r e  goi ng t o  vi ol a t e  

t ha t  pa t e nt  a nd we ' r e  goi ng t o  c ome  a f t e r  you.  

And wha t ' s  t ha t  goi ng t o  do?  Tha t ' s  goi ng 

t o  di s r upt  t he  s uppl y c ha i n i n  t he  Uni t e d St a t e s ,  a nd 

t he  ul t i ma t e  e f f e c t  i s  goi ng t o  be  t wof ol d:  Ei t he r  

pur c ha s e r s  out s i de  t he  U. S.  wi l l  s t op pur c ha s i ng f r om 

i ns i de  t he  U. S. ,  or  U. S.  ma nuf a c t ur e r s  wi l l  go of f s hor e .  

And t he  one  t hi ng we  know t ha t  271( f )  wa s  ne ve r  i nt e nde d 

t o  do wa s  t o a c c ompl i s h t ha t  ki nd of  a n - - t ha t  ki nd of  

a n i mpa c t  - - ne ga t i ve  i mpa c t  on t he  U. S.  e c onomy.  

I  ur ge  t he  Cour t  t o  r e i ns t a t e  t he  - - t he  

j udgme nt  a s  a  ma t t e r  of  l a w t ha t  t he  Di s t r i c t  Cour t  

e nt e r e d.  

Tha nk you,  Your  Honor s .  

CHI EF J USTI CE ROBERTS:  Tha nk you,  c ouns e l .  

The  c a s e  i s  s ubmi t t e d.  

( Whe r e upon,  a t  11: 14 a . m. ,  t he  c a s e  i n  t he  

a bove - e nt i t l e d ma t t e r  wa s  s ubmi t t e d. )  
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